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QUESTIONS PRESENTED 


The questions presented are: 

(1) whether, where the administrative agency in 
interpreting its governing statute held that under 
sections 1 and 30 of the Trademark Act of 1946 (15 
USC 1051 and 1112) the identical mark should not 
be registered in two different classes for the identical 
goods, it was proper for the District Court to construe 
the law as permitting the registration of a single 
trademark in a plurality of classes if the trademark 
covers a product or article that is used for purposes 
enumerated in different classes, inasmuch as the law 
requires the establishment of a classification of goods, 
not purposes, for convenience of Patent Office admin- 
istration? 

(2) whether, despite the fact that appellee’s prod- 
uct does not move in the channels of trade as a food, 
and despite the fact that appellee’s expert was hard 
put to cite an example in which the product is used 
as a food for adults, the trial court properly held 
that the product in question may be reasonably classi- 
fied as a food so as to justify registration of the mark 
in the class of foods as well as in the class of medi- 
cines and pharmaceuticals? 

437880—S7——1 (TI) 
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Gnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 
APPEAL No. 13975 


Rosert C. Watson, CoMMISSIONER OF PATENTS, 
APPELLANT 
v. 


Mrap JOHNSON & COMPANY, APPELLEE 


BRIEF FOR THE COMMISSIONER OF PATENTS 


JURISDICTIONAL STATEMENT 


This is an appeal from the decree of the United : 


States District Court for the District of Columbia © 
(J. A. 82) in which the plaintiff (appellee) was | 
adjudged entitled to receive a registration of the | 
trademark FER-IN-SOL, and the defendant (ap-_ 
peliant) was authorized to issue to plaintiff a registra- | 
tion certificate upon the application for said — 
trademark, Serial No. 605,107, filed October 18, 1950 | 
for “a liquid food preparation used as a dietary sup- | 
plement, namely a concentrated solution of ferrous | 
sulfate, in Class 46, Foods and Ingredients of Food.” | 
(J. A. 85) ! 
The action below was instituted by a complaint © 
(J. A. 25) brought under and pursuant to the pro- | 
visions of Section 21 of the Trademark Act of 1946 © 
(15 United States Code, 1071), and Section 145 of © 
Title 35 of United States Code. This Court has | 
jurisdiction with respect to appeals from a final de- | 
(1) 
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cision of the District Court by virtue of the Judicial 
Code, Title 28 of the United States Code (28 U.S. C. 
1291). 

The complaint appears in full in the appendix 
(J. A. 25). Jurisdiction of the District Court is 
grounded upon the following facts: (1) that the de- 
fendant, Commissioner of Patents, by decision of the 
Assistant Commissioner of Patents, has refused to 
grant plaintiff a trademark registration for the mark 
FER-IN-SOL, based upon application Serial No. 
605,107, filed October 18, 1950, for a liquid food 
preparation used as a dietary supplement, namely a 
concentrated solution of ferrous sulfate; and (2) that 
the action was brought in the District Court within 
sixty (60) days from the date of the decision of the 
Assistant Commissioner. 

Defendant’s answer also appears in full in the ap- 
pendix (J. A. 28). It admits the allegations of para- 
graphs 1, 3, 4,5 and 10 of the complaint, admits that 
the defendant has refused and still refuses to grant 
a registration upon the aforesaid application, but 
denies that such refusal was erroneous or improper, 
and affirmatively asserts that plaintiff is not entitled 
to the registration sought for the reasons given in 
the examiner’s statement (J. A. 89) and in the de- 
cision of the Assistant Commissioner (J. A. 90) in 
the application here involved. 


STATEMENT OF THE CASE 


On October 18, 1950, plaintiff-appellee filed two 
applications for registration of the trademark FER- 
IN-SOL. One, said to be for “a concentrated solution 
of ferrous sulfate used for the treatment of iron defi- 
ciency,’’ in Class 18, Medicines and Pharmaceutical 
Preparations, was assigned Serial No. 605,106, and 
registration No. 552,271 dated December 18, 1951 was 
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granted thereon (J. A. 84). The other, said to be for 
“a liquid food preparation used as a dietary supple- 
ment, namely, a concentrated solution of ferrous sul- 
fate’’ in Class 46, Foods and Ingredients of Foods, 
was assigned Serial No. 605,107, and it is this appli- 
cation which is involved in this proceeding. This ap- 
plication was duly examined according to law (15 
U. 8. C. 1062 (a)), and the rules of the Patent Office, 
and as a result of such examination the examiner 
in charge thereof refused registration on two grounds: 
namely (1) that the product was a pharmaceutical, 
not a food, and therefore not proper subject matter 
for classification in Class 46, Foods and Ingredients 
of Food, and (2) that, since the identical mark was 
registered in Class 18, ‘Medicines and Pharmaceutical 
Preparations, there was no legal basis for the registra- 
tion of the same mark for the same goods in wae 
classes (J. A. 89). 

The examiner’s denial of registration was duly ap- 
pealed to the Commissioner of Patents, as provided 
for by law (15 U. S. ©. 1070). The examiner's de- 
cision was affirmed on both grounds, the Commissioner 
emphasizing that the law (15 U. S. C. 1112) providing 
for establishing a classification of goods and services 
states that it is for convenience of Patent Office ad- 
ministration, and that if classification is to serve its 
purpose, identical marks for identical goods should 
not be registered in two different classes (J. A. 93).| 

At the trial plaintiff-appellee introduced expert 
testimony purporting to prove that the product for 
which the mark is used is a food, and hence, properly 
classifiable and grantable in Class 46, Foods and In- 
gredients of Foods. After all testimony was in, the 
trial court rendered a bench decision holding that 
the evidence establishes that the product in question: 
may be used as a food, and that the Court construes, 
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the law as permitting the registration of a single 
trademark in a plurality of classes, if the trademark 
covers a product or article that is used for purposes 
enumerated in different classes (J. A. 63). This de- 
cision is reported at 148 F. S. 6. From this decision 
appellant has appealed. (J. A. 83). 


STATUTES INVOLVED (15 U.S. C. Chapter 22) 


Section 1. REQUIREMENTS FOR REGISTERING TRADE- 
MARKS ON THE PRINCIPAL REGISTER 


The owner of a trademark used in commerce may 
register his trademark under this Act on the principal 
register hereby established : 


(a) By filing in the Patent Office— 

(1) a written application, in such form as 
may be prescribed by the Commissioner, veri- 
fied by the applicant, or by a member of the 
firm or an officer of the corporation or associa- 
tion applying, Specivine applicant’s domicile 
and citizenship, the date of applicant’s first use 
of the mark, the date of applicant’s first use 
of the mark in commerce, the goods in ec- 
ti ith which the mark is Wed and the mode 
or manner In which the mark is used in con- 
nection with such goods, and including a state- 
ment to the effect that the person making the 
verification believes himself, or the firm, cor- 
poration, or association in whose behalf he 
makes the verification, to be the owner of the 
mark sought to be registered, that the mark is 
in use In commerce, and that no other person, 
firm, corporation, or association, to the best of 
his knowledge and belief, has the right to use 
such mark in commerce either in the identical 
form thereof or in such near resemblance 
thereto as might be calculated to deceive: Pro- 
vided, That in the case of every application 
claiming concurrent use the applicant shall 
state exceptions to his claim of exclusive use, 
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in which he shall specify, to the extent of his, 
. knowledge, any concurrent use by others, the 
‘ goods or services in connection with which and 
| the areas in which each concurrent use exists, 
iar the periods of each use, and the goods and 
~_ | area for which the applicant desires registra- 
tion; | 

(2) a drawing of the mark; and 
> (3) such number of specimens or farsimiles’ 
of the mark as actually used as may be required 
by the Commissioner. 

(b) By paying into the Patent Office the fil- 
ing fee. 

(c) By complying with such rules or sent | 
tions, not inconsistent with law, as may be pre- | 
scribed by the Commissioner. 

(d) If the applicant is not domiciled in the 
United States he shall designate by a written | 
document filed in the Patent Office the name. 
and address of some person resident in the 
United States on whom may be served notices | 
or process in proceedings affecting the mark. 
Such notices or process may be served upon the | 
person so designated by leaving with him or. 
mailing to him a copy thereof at the address 
specified in the last designation so filed. If the | 
person so designated cannot be found at the 
address given in the last designation, such no- : 
tice or process may be served upon the Com- | 
missioner (15 U. 8. C. 1051). : 


Sec. 30. CuassiFicaTion or Goops anp SERvICES— 
REGISTRATION IN A PLURALITY OF CLASSES | 


The Commissioner shall establish a classification of | 
goods and services, for convenience of Patent Office 
administration, but not to limit or extend the appli- | 

t’s rights. The applicant may register his mark in | 
one applica tion for any or all of the goods or services | 


included in one class, upon or in connection with | 
which he is actually using the mark. The Commis- | ! 
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sioner may issue a single certificate for one mark reg- 
istered in a plurality of classes upon payment of a fee 
equaling the sum of the fees for each registration in 
each class (15 U.S. C. 1112). 


TRADEMARK RULES OF PRACTICE 
CLASSIFICATION 


Avruortry Nore: Rules 2.85 to 2.89 interpret or apply sec. 
30, 60 Stat. 436; 15 U. S. C. 1112. 

2.85 Classification of goods and services. There is 
established, for convenience of administration, the 
classification of goods and services set forth in Part 6 
of this Chapter. Such classification shall not limit or 
extend the applicant’s rights. 

2.86 Plurality of goods or services comprised in 
single class may becovered by single application. A 
single application may recite a plurality of goods, or 
a plurality of services, comprised in a single class, 
provided the particular description of each of the 
goods or services be stated and the mark has actually 
been used on or in connection with all of the goods 
or in connection with all of the services specified. 

2.87 Original application must be limited to goods 
or services comprised in a single class. When a single 
application is filed to register a mark for both goods 
and services or for goods or services in different 
classes, registration will be refused, and the applicant 
will be required to restrict the application to goods or 
services comprised in a single class. 

2.88 Applications may be combined. (a) When 
several applications have been filed by the same appli- 
cant for registration on the same register of a mark 
shown in identical form on the drawings for goods in 
different classes, or services in different classes, and 
each of the applications has been allowed, a. single 
certificate base on such several applications may be 
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| 
issued. A request for the issuance of a consolidated 
certificate must be made of record in each of the 
applications involved prior to the allowance of any of 
the applications. 

(b) The issuance of any original certificate may be 
suspended upon request of the applicant, for a period 
not exceeding six months, to permit such eonBOnda 
tion. 


CLASSIFICATION oF GOODS AND SERVICES UNDER THE 
TRADEMARK ACT 


6.1 Schedule of classes of goods and services. 
6.2 Schedule for certification marks. 
6.3 Schedule for collective membership marks. 


Avruoriry: Rules 6.1 and 6.2 issued under sec. 41, 60 Stat. 
440; 15 U. S. C. 1123. Interpret or apply sec. 30, 60 Stat. 4365 
15 U. S. C. 1112. 


6.1 Schedule of classes of goods and services. 


GOODS 


Q 
whores 


Title 
Raw or partly prepared materials. 
Receptacles. 
Baggage, animal equipments, portfolios, and 
pocketbooks. 
Abrasives and polishing materials. 
Adhesives. 
Chemicals and chemical compositions. 
Cordage. 
Smokers’ articles, not ineluding tobacco products, 
Explosives, firearms, equipments, and projectiles. 
Fertilizers. | 
Inks and inking materials. 
Construction materials. 
Hardware and plumbing and steam-fitting sup- 
plies. 


& 


bed pak ek fad 
WOE SCONIAMA 
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Title 

Metals and metal castings and forgings. 

Oils and greases. 

Protective and decorative coatings. 

Tobacco products. 

Medicines and pharmaceutical preparations. 

Vehicles. 

Linoleum and oiled cloth. 

Electrical apparatus, machines, and supplies. 

Games, toys, and sporting goods. 

Cutlery, machinery, and tools, and parts thereof. 

Laundry appliances and machines. 

Locks and safes. 

Measuring and scientific appliances. 

Horological instruments. 

Jewelry and precious-metal ware. 

Brooms, brushes, and dusters. 

Crockery, earthenware, and porcelain. 

Filters and refrigerators. 

Furniture and upholstery. 

Glassware. 

Heating, lighting, and ventilating apparatus. 

Belting, hose, machinery packing, and nonmetal- 
lic tires. 

Musical instruments and supplies. 

Paper and stationery. 

Prints and publications. 

Clothing. 

Fancy goods, furnishings, and notions. 

Canes, parasols, and umbrellas. 

Knitted, netted, and textile fabrics, and substi- 
tates therefor. 

Thread and yarn. 

Dental, medical, and surgical appliances. 

Soft drinks and carbonated waters. 

Foods and ingredients of foods. 

Wines. 
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Clase Title | 
48 Malt beverages and liquors. | 
49 Distilled alcoholic liquors. 
50 Merchandise not otherwise classified. 
51 Cosmetics and toilet preparations. 
52 Detergents and soaps. 


SERVICES 
100 Miscellaneous. 
101 Advertising and business. 
102 Insurance and financial. 
103 Construction and repair. 
104 Communication. 
105 Transportation and storage. 
106 Material treatment. 
107 Education and entertainment. | 
6.2 Schedule for certification marks. In the case 
of certification marks, all goods and services are classi- 
fied in two classes as follows: 


A. Goods. 
B. Services. 


6.3 Schedule for collective membership marks. Al 
collective membership marks are classified as follows: 
200 Collective membership. 


STATEMENT OF POINTS 


The points upon which appellant relies in this 
appeal are: 


(1) The District Court erred in finding that 
the product described in the rejected applica- 
80). is a food (Finding of Fact No. 7 (J. A. 

(2) The District Court erred in deciding | that 
the registration of a single trademark in a 
plurality of classes is permitted, if the trade- 
mark covers a product or article that is used 
for p ses enumerated in different classes 
(J. A. 65). 
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(3) The District Court erred in concluding 
that the Assistant Commissioner’s ruling that 
identical marks for identical goods should not 
be registered in two different classes was con- 
trary to the provisions of Section 30 of the 
Trademark Act of 1946 (15 U. S. C. 1112) 
(Conclusion of Law No.1 J. A. 81). 

(4) The District Court erred in failing to 
give due weight and consideration to the pre- 
sumption of correctness which attaches to the 
decision of the Patent Office particularly as to 
the construction placed by that agency on the 
statute and on its own regulations for carrying 
out the statutory purpose. 

(5) The District Court erred in concluding 
that plaintiff (appellee) is entitled to the reg- 
istration applied for in application Serial No. 
605,107, filed October 18, 1950 to register the 
mark FER-IN-SOL for the goods described 
therein in Class 46. (Conclusion of Law No. 2 
J. A. 82). 

(6) The District Court erred in authorizing 


the defendant (appellant) to issue a registra- 
tion certificate based upon said application. 

(7) The District Court erred in not dismiss- 
ing the complaint. 


SUMMARY OF ARGUMENT 


1. Section 1 of the Trademark Act of 1946 (15 
U.S. C. 1051) provides for registration of trademarks 
for ‘‘goods’’ in connection with which the mark is used 
in commerce. Section 30 of the same Act (15 U.S. C. 
1112) provides that the Commissioner shall establish 
a classification of “goods’’, that an applicant may reg- 
ister his mark in one application for any or all the 
goods” included in one class, and that the Commis- 
sioner may issue a single certificate for one mark reg- 
istered in a plurality of classes. In interpreting those 
sections the Commissioner has ruled that there is no 
authority in the law for the issuance of plural reg- 
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istrations of the same mark for identical goods in 
plural classes. While the authority exists for the 
issuance of a single certificate for one mark properly 
registered in a plurality of classes, that is, where the 
goods are different, that authority does not mean that 
plural registrations are properly issuable for the same. 
goods merely because the goods are described as hav- 
ing different purposes or uses. Trademark registra- 
tions are issuable on goods or products moving in. 
commercial channels. Classification under the statute. 
is of goods, not purposes. If the trial court’s ruling 
stands, and an applicant is to be entitled to as many 
registrations of the same mark for identical goods as. 
there are uses or purposes, then the whole purpose of 
classification, stated by law to be for convenience of 
administration, would fail. Recognizing that in com-. 
merce the applicant sells his product, not a use or 
purpose, and that it is the product that is protected 
by the mark, appellant submits that the trial court’s | 
ruling is unreasonable, unrealistic, and unwarranted | 
by the language of the statute. Appellant urges this. 
court to adopt the Patent Office interpretation of the 
statutory language. 

2. The finding of the tribunals of the Patent Office 
that appellee’s product is not a food is a reasonable 
one and was entitled to great weight. The evidence | 
submitted does not clearly establish that that finding 
was erroneous. The trial court’s holding that the 
product may be reasonably classified as a food has 
little support in the evidence. First, appellee’s expert 
stated clearly that he would have great difficulty in 
pointing to an instance in which the product was a 
food for adults. Second, appellee’s own course of con- | 
duct casts considerable doubt on the finding, for 
appellee does not sell the product in food stores, and - 
does not promote it as a food. Third, the product is 
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not purchased by the consumer as a food. Under 
these circumstances, there is little or no real evidence 
to support the finding of the trial court. Appellant 
asserts that it is clearly erroneous. 

3. The jurisdiction of the trial court extended only 
to authorize the issuance of a registration to appellee 
on compliance with requirements of law. The con- 
clusions of the Court that appellee is entitled to regis- 
ter FER-IN-SOL in Class 46 (Conclusion of Law 
No. 2 J. A. 82), and the order issued thereon 
(J. A. 82) are beyond the Court’s power. By law the 
establishment of a classification is wholly within the 
discretion of the appellant. The District Court’s 
function in the procedure established by Chapter 22 
of Title 15 U. S. C. is not to direct in what class a 
registration is to be placed. The class the registration 
is put in is solely a power of the Patent Office. 


ARGUMENT 


As pointed out in the opinion of the trial court 
(J. A. 64) there is a basic question of law involved 
in this case. That question is whether plural regis- 
trations can properly be granted under the law for 
identical marks for identical products, merely because 
by different description, the product is called a ‘“‘food 
preparation’’ in one application and a “pharmaceuti- 
cal” in the other. Appellant construing Section 1112 
of Title 15 of the United States Code answered that 
question in the negative. The District Court was of 
the opinion that appellant’s interpretation was un- 
reasonable and contrary to the intent of Congress 
(J. A. 65). Believing that the decision below would 
render administration of the Act difficult and con- 
fused rather than “convenient’’ as contemplated. by 
the statutory language in Section 1112, appellant pre- 
sents this legal issue to this court. 


a en 
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The essential facts are not in dispute. Application 
was filed by appellee to register ““FER-IN-SOL”’ for 
“a liquid food preparation used as a dietary supple- 
ment, namely, a concentrated solution of ferrous 
sulfate in Class 46, Foods and Ingredients of Foods.” 
(J. A. 85.) Simultaneously an application was filed 
by appellee to register the same mark for ‘‘a con- 
centrated solution of ferrous sulfate used for the 
treatment of iron deficiency in Class 18, Medicine and 
Pharmaceutical Preparations;’’ this application ma- 
tured into Registration No. 552,271 on December 18, 
1951. (J. A. 84.) The labels filed as specimens in 
the two applications were identical. They show as 
is evident from the reproduction produced here, 
"BER-IN-SOL, a concentrated solution of as 
sulfa 





Section 1 of the Trademark Act of 1946 (15 U. S. C. 
1051) provides that a trademark used in commerce! 
may be registered in the Patent Office by filing a 
verified application specifying, among other things, 
“the goods in connection with which the mark is 
used,” and such number of specimens or facsimiles: 
of the mark “as actually used”’ as may be required by 
the Commissioner. Appellee’s goods, as shown by the: 
registration, the application and specimens, are “a 
concentrated solution of ferrous sulfate.” The goods 


in each case are identical, and the marks are identi- 
437880—57——2 
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eal, and the labels submitted in each case are identical. 
Calling the solution “a liquid food preparation,’’ as 
appellee has done in the application involved in this 
proceeding, does not change or alter the basic com- 
mercial fact that what appellee markets under the 
trademark “FER-IN-SOL”’ is nothing more than a 
concentrated solution of ferrous sulfate. If appellee 
is entitled to another registration for the identical 
goods because of a stated different purpose or use, 
as held by the trial court (J. A. 65), then logically 
there is nothing to prevent appellee from obtaining 
innumerable identical registrations for the same goods, 
the number being limited only by the ingenuity of the 
applicant in the “description”? or other appellation 
he might choose to use. Surely this was not the in- 
tent of Congress. | 

An application for trademark registration recites 
what an applicant is doing, and the registration 
granted is a public record thereof. In the instant 
ease the evidence is clear that what appellee is selling 
is a concentrated ferrous sulfate solution, so labeled: 
That is “the goods’ in connection with which the 
mark “FER-IN-SOL” is used. That also is “the 
goods’’ recited in the application, which was issued 
as Registration No. 552,271 (J. A. 84). Registra- 
tion on the application at bar would give appellee 
no additional rights or privileges, since appellee is 
using a single mark “FER-IN-SOL”’ with a single 
label affixed to the same single product. Its right to 
protection of its business and good will symbolized 
by the mark ‘‘FER-IN-SOL”’ is as broad as, and no 
broader than, the commercial facts warrant; and its 
rights would not be extended by obtaining a registra- 
tion of the same mark for “a liquid food prepara- 
tion—namely a concentrated solution of ferrous sul- 
fate.” For that reason, if for no other, it is sub- 
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mitted that the trial court erred in authorizing the 
issuance of the registration appellee seeks here based 
upon the application at bar. 

--In- addition, however, Section 30 of the Tendemart 
Act of 1946 (15 'U. S. C..1112) provides that “The 
Commissioner shall establish a_ classification of 
goods—for convenience of Patent Office administra- 
tion, but not to limit or extend the applicant’s rights. ” 
It is clear from this language that the sole purpose of 
setting up a classification of trademarks is for in- 
ternal administration within the Patent Office, and, 
the class to which a given product may be assigned 
by that Office does not and cannot limit or extend the 
rights of an a or registrant. Ex parte 
Roberts 13 U. S. P. Q. 63; Ex parte Q-Tips Inc. 98 
U.S. P. Q. 362. 

Historically prior to 1906 the administration of the 
trademark registration statutes was attended with 
considerable confusion arising from the fact that 
applicants for registration sought to cover in a single 
application a number of classes of goods which did 
not fall in the same commercial class nor have any 
particular relation. In that year in order to eliminate 
this confusion an act was passed (Act of May 4, 
1906) imposing upon the Commissioner the duty of 
establishing classes of merchandise for the purpose of 
trademark registration, and of determining the par- 
ticular description of goods comprised in each class. 
(Shoemaker’s Trade-Marks Pub. 1931, Vol. IE, 
p- 1001). Section 30 of the present Act maintains the 
duty imposed by the 1906 Act to establish a classifi- 
cation, but at the same time revised the prior provi- 
sions to permit a single certificate for one mark’ 
registered for different goods falling in a plurality 
of classes. 3 
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Analysis of Section 30 of the Act shows that Con- 
gress, after providing for classification and after hav- 
ing set forth the purpose of classification in the first 
sentence, then provided in the second sentence for 
registration of a mark in one application for any or 
all of the goods included in one class upon or in con- 
nection with which the mark is being used. In this 
ease, the record shows as a fact that the mark is used 
only on a concentrated solution of ferrous sulfate. 
The record also indicates that such product may be 
considered either a medicine (J. A. 71) or a dietary 
supplement (J. A. 53). As such, under the estab- 
lished classification, Class 18 (J. A. 85) would be indi- 
cated, since even the application at bar (J. A. 85) 
states that the product is used ‘‘as a dietary supple- 
ment.” Section 30 further provides in the third sen- 
tence that a single certificate may be issued for one 
mark registered in a plurality of classes upon pay- 
ment of a fee equaling the sum of the fees for such 
registration in each class. This sentence merely 
means that when an applicant files two or more appli- 
cations to register the same mark for different prod- 
ucts falling into different classes, a single certificate 
may be issued to include goods in different classes. 
Therefore, while it is true as the trial court said that 
this ‘provision obviously contemplates the registra- 
tion of a single mark in a plurality of classes” 
(J. A. 65), it must be emphasized that this is true only 
tf the goods are different. For example, it is well 
known that the General Electric Company uses the 
monogram “‘GE”’ on all of its products. It produces 
household refrigerators, electric industrial motors, 
radar equipment, time recording equipment and 
steam turbines among its numerous products, and 
therefore could file separate applications which fall 
into separate classes, paying separate fees, and re- 
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quest issuance of a single certificate; and under the 
last sentence of Section 30 of the statute the Patent 
Office would issue a single certificate for the same 
mark. However, it should be noted that these are 
different products, not a single product as in appel- 
lee’s case. 


Having made the observation that the last sentence | 


of Section 30 indicates that a single mark may be reg- | 
istered in a plurality of classes, the Court then er- | 
roneously jumped to the conclusion that the law 
permits this “if the trademark covers a product or | 
article that is used for purposes enumerated in dif- | 


ferent classes.” This indicates that the Court thought | 


that classification of goods for convenience of admin- | 
istration, as stated in the law, is a classification of | 
purposes and not products. This emphasis on pur-— 
pose or use pervades the whole opinion (J. A. 63). | 


It is axiomatic that trademarks are words, names or | 
symbols used on products moving in commercial chan- | 
nels, and that they function to identify and distin-— 
guish the products. American Steel Foundries v. | 
Robertson, 269 U. 8. 372. Classification of any com- | 
mercial article depends on commercial custom and the - 
common commercial names of products, far more than | 
it does upon the nature of the product or its purpose 
or uses. France Milling Co., Inc. v. Washburn-Crosby | 
Co., Inc. (CCA-2) 7 F. (2d) 304, affirmed 3 F. (2) 


321. 


If classification is to serve its statutory purpose, | 
i. e., ‘‘convenience of Patent Office administration” | 
(for purposes of searching) it should provide a con- 
sistent orderly system which places in a single class 
those products or goods that are likely to be produced | 
by a single manufacturer, and which move commer- 
cially through the same channels of trade. It is com- 


mon knowledge that many different kinds of medicinal 
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and pharmaceutical products are produced and mar- 
keted by the same concern—McKesson & Robbins, 
Inc. v. First Texas Chemical Mfg. Co., 34 CCPA 877, 
159 F. (2d) 770—and it is believed to be evident that 
a dietary supplement, including a concentrated solu- 
tion of ferrous sulfate, falls into that category, in the 
same way that discoveries in the field of dietary sup- 
plements are considered to be primarily medicinal in 
character. Vitab Corp. v. Knox Co. et al, 31 CCPA 
1105, 143 F. (2d) 883. The duty of establishing such 
a system has been cast upon the Patent Office by 
Congress. Such classification is intended merely for 
the convenience of the Patent Office in the admin- 
istration of its business. Consolidated Cosmetics V. 
Neilson Chemical Co., 109 F. S. 300. To issue a reg- 
istration of FER-IN-SOL for a “liquid food prep- 
aration”, when in fact, it is a dietary supplement, 
would have far-reaching effects, which ultimately 
would cause the whole system to be in a chaotic con- 
dition, and would render Patent Office classification 
valueless for its intended purpose. 

The Patent Office in dealing with these common 
commercial names classifies them accordingly, and 
attempts to place in a single class the products likely 
to be made by a single producer. Producers of medi- 
eines and pharmaceuticals often make dietary supple- 
ments. Since the class title is not, and is not intended 
to be, all inclusive, is the recognition of such common 
commercial fact unreasonable or arbitrary? Also, is 
it unreasonable or arbitrary for the Patent Office to 
assert that for convenience of administration of the 
trademark law the product sold by appellee belongs 
in a single class? Under the circumstances of this 
ease, it is contended that the trial court should have 
given greater weight to the administrative agency’s 
interpretation of its governing statute, especially 
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where there is. little or no evidence of the legislative’ 
intent, and should have approved the holding of the 
Assistant Commissioner, based as it was on two prior 
decisions of the Patent Office, that the statute does 
not sanction the issuance of plural registrations in’ 
different classes of the same mark for a single product 
(J. A. 93). The failure of the trial court to follow 
the established rule and to accord the decision of the 
Assistant Commissioner the weight it is entitled to 
under many adjudications, including but not limited 
to—North American Van Lines v. U. S. (C. C. A. 6) 
243 F. 2d 693; West Texas Utilities Co. v. National 
Labor Relations Board (C. C. A. 5) 184 F. (2d) 233— 
constitutes reversible error. 

Although a reversal of the trial court on the legal. 
question at issue will be fully dispositive of this case, 
the following discussion of the question of fact at’ 
issue below will be presented. The trial court found 
as a fact that the product appellee sells is a food 
(J. A. 81). This finding is presumably based upon: 
the expert evidence presented, namely that of Dr. 
Gordon, pediatrician-in-chief at the Sinai Hospital in| 
Baltimore, Md., and Dr. Sarett, appellee’s Director of 
Nutritional Research. On the basis of their testimony 
the trial court stated that the product in question, a 
concentrated solution of ferrous sulfate, “may be rea- 
sonably classified as a food” (J. A. 65). However, it 
is significant that all of Dr. Gordon’s testimony was 
based upon his experience as a doctor and upon his' 
research in the field of nutrition in little babies 
(J. A. 76). But more important to the factual ques- 
tion at issue is believed to be his statement on cross- 
examination that (J. A. 76): ! 

i i you were to ask me for examples of 
adults in whom “‘FER-IN-SOL”’ was a food, 
I might be hard pressed for this.” 
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Even the testimony of Dr. Sarett indicates that the 
iron in “FER-IN-SOL”’ is a food supplement 
(J. A. 52) and that, while technically it is within the 
definition of a food given by him (J. A. 51), it must 
be remembered that, apart from the fact that he is 
an employee of appellee, his opinion is not that of the 
ordinary individual or consumer. In the commonly 
accepted meaning of the terms ‘‘foods” and “pharma- 
ceuticals,’’ appellee’s product would hardly qualify 
as a food, merely because it may have some nutri- 
tional value and is used as a food supplement by 
pediatricians. Surely, Dr. Gordon’s statement that 
he would be hard pressed to give an example of its 
use as a food for adults lends little support for the 
ruling that ferrous sulfate ‘‘may be reasonably classi- 
fied as a food.” Furthermore, commercially a con- 
centrated solution of ferrous sulfate is not, and is not 
known as a food. It is, as appellee properly desig- 
nates it in the application at bar, “a dietary supple- 
ment.” It is submitted, therefore, that the trial 
court’s finding that appellee’s product ‘‘may be rea- 
sonably classified as a food’”’ (J. A. 65) was clearly 
erroneous and should be reversed. Certainly it is not 
sold in food stores (except as some supermarkets may 
have a drug department), it is not promoted or adver- 
tised as a food, and it is not purchased by the con- 
sumer as a food. The commercial facts belie the 
finding of the trial court. To issue a registration for 
‘““FER-IN-SOL” for “a liquid food preparation,”’ 
when that mark is used only on a concentrated solu- 
tion of ferrous sulfate would be to distort completely 
the factual situation, for such a solution cannot 
reasonably be said to be a food in commerce. The 
recognized common commercial category into which 
the product falls is “dietary supplement’’ and that is 
the classification into which it most reasonably falls. 
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Accordingly, Findings-of-Fact Nos. 7 and 8 (J. A. 81) 

are erroneous, and should be reversed. | 
, Finally it must be pointed out that the trial court | 
in concluding that appellee was entitled to register 
FER-IN-SOL for the described goods ‘‘in Class 46’’ 
(Conclusion of Law No. 2 J. A. 82) exceeded its juris-— 
diction. The Court’s jurisdiction was based upon 
4 Section 145 of Title 35 U. 8. C. (J. A. 25), under 
which it is empowered to authorize the Commissioner | 
to issue the registration to appellee on compliance 
with the requirements of law. That section does not | 
empower the court to direct the Commissioner to issue | 
the registration in a particular class. Classification 
is a matter left wholly to the discretion of the Com-. 
missioner by the law (15 U. S. C. 1112). For the) 
court to tell the Commissioner to issue a registration | 
in a particular class, as was done in this case, is to 
usurp the power Congress granted the Commissioner. | 
The matter of proper classification should be left in| 
the hands of the Patent Office, where Congress in- 
tended it to be, for who is better able to carry out the | 
purpose for classifying trademarks, written into the 
law by Congress, than the officials of the Patent 
Office? How can the District Court determine that 
a particular registration should be placed in a par-— 
ticular class, “for convenience of Patent Office ad-— 
ministration”? If the trial court’s decree is meant 
to direct the Commissioner to issue the registration | 
authorized therein in Class 46, then it is submitted | 
that the decree extends beyond the court’s powers into | 
a field clearly administrative. For this reason also — 
the trial court erred and its error needs correction. 


CONCLUSION 


In the final analysis the decision of the trial court : 
brushed aside the interpretation placed upon the lan- | 
guage of Section 30 of the Act by the Commissioners | 
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of Patents since 1932, in carrying out the duty 
imposed upon those officials by Congress in. ordering 
the establishment of a classification. It is submitted 
that the failure to accord the administrative rulings 
the great weight they deserved justifies reversal of the 
decision appealed from. 

Further, it is submitted that, independently of the 
doctrine of administrative correctness in interpreting 
its governing statutes, the finding below that the 
product appellee sells may be reasonably called a food 
is not adequately supported in the evidence, or in the 
commercial facts, for the reason that appellee does not 
promote the product as a food, does not advertise it 
as a food, and does not sell it as a food. Under these 
circumstances the holding is clearly erroneous. 

Accordingly, it is urged that the judgment be re- 
versed and that a decree be issued directing the 
District Court to dismiss the complaint. 


Respectfully submitted. 
CLARENCE W. Moore, 


Solicitor, United States Patent Office, 
Attorney for Appellant. 


J. SCHIMMEL, 
Of Counsel 
SEPTEMBER 1957. 
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In the United States District Court for the District o 
Columbia 


Civil Action File No. 707-55 


MEAD JOHNSON & CoMPANY, A CORPORATION, 
EVANSVILLE 21, INDIANA, PLAINTIFF 
v. : 
Rosert C. Watson, aS COMMISSIONER OF PATENTS OF 
THE UNITED STaTES OF AMERICA, DEFENDANT 


Filed February 17, 1955, Harry M. Hull, Clerk. 
Complaint for Trade-Mark Registration 


Mead Johnson & Company, a corporation organized 
under the laws of the State of Indiana, and having 
an office in Evansville, State of Indiana, brings this 
complaint against Robert C. Watson as Commissioner 
of Patents of the United States of America. 

1. The jurisdiction of this Court depends upon : a 
right to relief by civil action against the Commissioner 
of Patents under Section 145, Title 35, United States 
Code. 

2. Plaintiff, continuously since prior to the 18th 
day of October, 1950, has used in commerce among the 
several States of the United States which may law- 
fully be regulated by Congress, the trade-mark FER- 
IN-SOL for a concentrated solution of ferrous sul- 
phate used (1) as a dietary food supplement to supply 
daily minimum requirements cf iron for infants, chil- 
dren and adults, and (2) as a pharmaceutical thera- 
peutic agent for the treatment of iron deficiency. : 

3. On October 18, 1950, plaintiff filed an application, 
Serial No. 605,106, to register said mark for ia con- 
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centrated solution of ferrous sulphate used for the 
treatment of iron deficiency, in Class 18, Medicines 
and Pharmaceutical Preparations’, on which was 
granted Registration No. 552,271 dated December 18, 
1951. 

4. On October 18, 1950, plaintiff filed another ap- 
plication, Serial No. 605,107, to register said mark for 
“a liquid food preparation used as a dietary supple- 
ment, namely, a concentrated solution of ferrous sul- 
phate, in Class 46, Foods and ingredients of foods.”’ 

5. On December 8, 1953, the Examiner finally re- 
jected said application Serial No. 605,107 on the 
ground that the goods have no food uses. 

6. Thereupon, on March 10, 1954, an appeal was 
taken to the Commissioner of Patents, and on Decem- 
ber 21, 1954, the Assistant Commissioner of Patents 
acting for the Commissioner of Patents erroneously 
affirmed the action of the Examiner and refused regis- 
tration on the ground that (a) the product described 
in the application is not a food, and (b) the “identical 
mark for the identical goods should not be registered 
in two different classes’’. 

7. Plaintiff avers that the product described in said 
rejected application as ‘‘a liquid food preparation used 
as a dietary supplment, namely, a concentrated solu- 
tion of ferrous sulphate’’, is a food product classifiable 
in Class 46, Foods and ingredients of foods, and there- 
fore plaintiff is entitled to registration of said mark 
on said application Serial No. 605,107. 

8. Plaintiff avers that the product on which it 
uses the trade-mark FER-IN-SOL has the dual char- 
acteristics and properties of (1) food, namely, nutri- 
tive material which serves for the maintenance of the 
vital processes, and (2) a pharmaceutical therapeutic 
agent for treatment of iron deficiency diseases; and 
therefore plaintiff is entitled to registrations of said 
mark for goods in both Classes 46 and 18. 
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9. Plaintiff avers that the rejection of application 
Serial No. 605,107 on the ground that the ‘‘identical 
mark for the identical goods should not be registered 
in two different classes’’ is contrary to the provisions 
of Section 2 of the Trade-Mark Act of 1946 Ge 
U.S. C. 1052). 

10. No appeal has been taken from the decision of 
the Commissioner of Patents to the United States 
Court of Customs and Patent Appeals, as will appear 
from a certified copy of said application Serial No. 
605,107, ready here in court to be produced. 

poe The Commissioner of Patents has refused and 
still refuses to grant a registration upon the aforesaid 
application to which applicant is entitled: 

Wherefore, plaintiff prays your Honors to adjudge 
and decree that (1) the product described in said ap- 
plication Serial No. 605,107 is a food; (2) the finding 
of the Commissioner of Patents that the ‘‘identical 
mark for the identical goods should not be registered 
in two different classes’’ is contrary to the provisions 
of Section 2 of the Trade-Mark Act of 1946 (15 
U. S. C. 1052) in this case and in any eases involving 
products which have the characteristics of goods in 
two different classes; that plaintiff is entitled, accord- 
ing to law, to receive registration of the trade-mark 
FER-IN-SOL for the goods described in said applica- 
tion Serial No. 605,107; that the Commissioner of 
Patents be authorized aid directed to issue a registra- 
tion certificate upon said application; and that plain- 
tiff have such other and further relief as is just. 

MEaD JOHNSON & CoMPANY, 
By Robert N. Roley, 
Rospert N. ROLE, 
Attorney for Plaintiff, 
552 Pennsylvania Building, ! 
Washington 4,D.C. 
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In the United States District Court for the District 
of Columbia 


Civil Action No. 707-05 


Merap Jounson & Company, A CORPORATION, PLAINTIFF 
Vv. 


Rosert C. Watson, COMMISSIONER OF PATENTS, 
DEFENDANT 


E. L. Reynolds, Solicitor, United States Patent 
Office, Washington 25, D. C., Attorney for Defendant. 
Filed March 1, 1955, Harry M. Hull, Clerk. 


Answer to the Complaint 


To the Honorable the Judges of the United States 
District Court for the District of Columbia 


1. The defendant admits the allegations of para- 
graph 1 of the complaint. 

2. He is not informed as to the allegations of para- 
graph 2. 

3, 4, 5. He admits the allegations of paragraphs 3, 
4, and 5. 

6. He denies that the action referred to in para- 
graph 6 was erroneous. He admits the remaining 
allegations of that paragraph. 

7, 8, 9. He denies the allegations of paragraphs 7, 
8, and 9. 

10. He admits the allegations of paragraph 10. 

11. He admits that he has refused and still refuses 
to grant to the plaintiff the registration sought. He 
denies that the plaintiff is entitled to such regis- 
tration. | 

Further answering, the defendant states that the 
plaintiff is not entitled to the registration sought by 
the present complaint for the reasons given in the 





, 
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Examiner’s statement and the decision of the As- 
sistant Commissioner in the trade-mark application 
here involved. Profert of copies of the said state- 
ment and decision is hereby made. 
Respectfully submitted. 
E. L. REYNOLDS, 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 


In the United States District Court for the District 
of Columbia 


Civil Action No. 707-55 


MeEap JOHNSON & COMPANY, PLAINTIFF 
Vv. 


Rosert C. Watson, COMMISSIONER OF PATENTS, 
DEFENDANT 


Wasuineton, D. C., 
Monday, February 4, 1957. 


The above-entitled case came on for trial at 11 
o’clock, a. m., on Monday, February 4, 1957, in the 
United States District Court for the District of 
Columbia, in the Court House, at Washington, D. C. 


Before: Honorable ALEXANDER HoLtzorr, Judge of | 
the United States District Court for the District of — 


Columbia. 


Appearances: Robert N. Roley, Esquire, and. Mrs. : 
Bertha L. McGregor, on behalf of the plaintiff; and | 


ant. 
Proceedings 


Joseph Schimmel, Esquire, on behalf of the defend- : 


The Deputy CierK. Mead Johnson and Company | 


v. Watson. 
487880—57——-3 
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Mr. Rotrey. Your Honor, I would like to make a 
motion that Mrs. Bertha McGregor, who is admitted 
to the highest’ court of the states of Colorado and 
Tilinois, be admitted for the purpose of arguing this 
case. 

The Court. Mrs. McGregor, you may be admitted 
pro hae vice. 

Mr. Rortey. Thank you, Your Honor. 

The Court. What city is she from? 

Mr. Rotty. Denver, Colorado, Your Honor. 

The Court. Very well. You may proceed. 

Mrs. McGrecor. Your Honor, may I present my 
pretrial brief at this time? 

The Court. You may proceed. 

Mrs. McGrecor. Your Honor, this is a civil action 
in which the plaintiff asks that this court direct the 
Commissioner of Patents to grant a registration to the 
plaintiff of the trademark Fer-in-sol. 

The product that is described in the refused appli- 
cation is in Class 46, the food class, and the descrip- 
tion reads: 


A liquid food preparation used as a dietary 
supplement, namely, a concentrated solution of 
ferrous sulphate, in Class 46, 

The plaintiff has previously been granted a regis- 
tration of this mark as applied to a product described 
as a concentrated sulphate of ferrous sulphate used 
in the treatment of iron deficiency in Class 18. 

The reason for the applicant’s filing two applica- 
tions is because the character of the product is such 
that it is both nutritional, that is, serves as a food, 
and also it is therapeutic in that it may be used in 
the treatment of iron deficiency diseases. 

The Covrt. Let me see if I follow you correctly 
here. 


— *  @ 
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You have been allowed a registration for the pur- | 


pose of—— 
Mrs. McGrecor. In pharmaceutical Class 18. 
The Court. Now you want a registration—— 
Mrs. McGrecor. In Class 46, Your Honor. 


The Court. Well, numbers do not mean anything. 
Mrs. McGrecor. Well, that is the food class, Your | 


Honor. 


The Court. Now you want a registration as a food; — 


is that it? 
Mrs. McGrecor. That is correct. 
The Court. I see. 


Mrs. McGrecor. The Patent Office, for the first | 
time in twenty-one years, refused to grant what I call | 
a double registration on the same mark. Going back | 
to the 1930’s, the plaintiff has applied for two regis- — 
trations of each of its specific trademarks, due to the | 
fact that its goods, which it manufactures and sells, | 
are classifiable both as foods and as pharmaceuticals; — 
and for this reason the applicant has obtained sixty | 
registrations of thirty different marks over a period | 


of twenty-some years. 
The Court. Well, we are interested in this one. 
Mrs. McGrecor. Yes, Your Honor, that is right. 


The reason I mention this fact is, while it is cer- | 
tainly not binding, as far as this product is concerned, | 
I mention that fact merely because plaintiff’s prod- | 
ucts do fall into both classes, and the Patent Office | 


has considered this question in each of the thirty, or 
over twenty-five cases, let us say, and has decided that 
because it is not right to exclude the plaintiff’s prod- 
ucts from one class or the other, that the plaintiff was 
entitled to the numerous registrations which it 
obtained. 

Then, when this Fer-in-sol case came before Assist- 
ant Commissioner Leeds in 1953, the Assistant Com- 
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missioner decided that this product is a pharmaceuti- F 
eal and not a food, and therefore refused registration. 

But there was another question, purely a question | 
of law, and the Assistant Commissioner said that it is 
not right to grant two registrations for the same 
mark, applied to the same product, and that is the 
question of law. 

We are prepared to show that this product is a food, 
as well as a pharmaceutical, and we feel that on the 
question of law, the Commissioner has erred. 

The statute on this subject, and I have set it forth 
in full, following page 9 of the brief, of the pre-trial 
brief, Section 2 of the trademark Act of 1946 pro- 
vides: 





No trademark by which the goods of the 
applicant may be distinguished from the goods 
of others shall be refused registration on the 
principal register on account of its nature, 
unless it * * * 

And then we have five paragraphs which define the 
prohibited matter. Not one of these, such things as 
immoral and deceptive matter, or the flag, or a coat of 
arms, or the name or portrait of a living person—— 

The Court. You do not have to read all that. I 
have it before me. 

Mrs. McGrecor. Not one of these subparagraphs 
define any subject matter that is involved in this case. 

The Court. Well, what is the reference to the 
Code? Do you have the Code reference? 

Mrs. McGrecor. Yes, Your Honor, it is in my 
complaint. 

The Court. Do you have it, Mr. Schimmel? 

Mr. ScuimMeu. Title 15, 1052. 

Mrs. McGregor. Now, this statute does not prohibit 
the’ .granting of two registrations. In fact, it says 
that no registration shall be refused, except for these 
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particular reasons set forth in subparagraphs A to B, 
and the reason for refusal given by the Patent Office 
is not included in any of the statutory grounds. 

So, we have before this Court the question of fact: 
Is this product a food as well as a pharmaceutical? 
Or may it be excluded from one class or the other? 
And the second is a question of law. 

As far as I have been able to ascertain, this ques- 
tion of law has never come before a court. It came 
first before the Patent Office in 1932, in re Roberts, 
when Assistant Commissioner Moore decided that it | 
was improper to grant two registrations. That was 
then in the pharmaceutical and the food classes, be- | 
cause in that case he found the product, as a matter. 
of fact, to be essentially a medicine; and therefore, 
their food class registration was refused. 

Then there were no decisions at all until 1953, when 
the first decision under the 1946 Act came before the 
Assistant Commissioner, and that was in the case 
ealled the Q-tips case. 

That product is a stick which has a little swab of | 
cotton on the end of it, and it had been registered 
by the applicant in Class 44, which is the surgical 
and dental appliance class, and the applicant there 
requested a second registration of the same mark for 
the same product, on the ground that the product had 
now been given a new package and was being sold 
in the notions or fancy goods department of stores; 
and therefore the registration was requested in what 3 
is called the fancy goods class of the Patent Office. 

The Assistant Commissioner refused that registra: 
tion. 

As I say, there was a gap from 1932 to 1953, over 
twenty-one years, and then came this case, this : 
FER-IN-SOL case, which involved the ae 
and the food classifications. ) 
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The Court. You mean this case that is before the 
Court? 

Mrs. McGrecor. Yes, the one before Your Honor. 
Since then there have been two other decisions by 
the Patent Office, by the Assistant Commissioners 
since then, along this same line. 

One of them involved a chemical plastic material 
that could be used as a caulking material and also 
for other purposes, and the Assistant Commissioner 
held that the uses to which a product is put should not 
govern the classification. 

Then the final case, which I don’t think has any 
bearing on our problem, is that an applicant obtained 
a registration of a trademark applied to an electric 
food mixer, and that was granted, and then also 
applied for a registration of a food mixer or the 
same mark for a food mixer, not electrical. They fall 
into different classifications. 

That was refused because the specimens submitted 
showed that the applicant actually didn’t use the 
mark on anything but electrical food mixers. 

So I believe that case, the fifth one I know of—— 

The Court. Well, perhaps I misunderstood you, 
but they were two different products, weren’t they, 
in that case? 

Mrs. McGrecor. No, they were not. They were 
described—— 

The Court. Were they the same machine? 

Mrs. McGrecor. They were the same machine, and 
that is why I think the case is not applicable, because 
the only thing submitted was an electrical food 
mixer, which did not belong in the manually-driven 
classification. 

So that I think this Court, for the first time, is 
being asked to decide whether it is proper for the 
Patent Office to grant two registrations of the same 
mark applied to one product, which has dual charac- 
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teristics. It serves not only as a daily diet supple- | 
ment, providing iron in the diet, but it serves, under | 
certain conditions, as a therapeutic agent in the treat- | 
ment of iron deficiency diseases. | 

Now, we believe it is impossible to exclude this | 
product from one class or the other. : 

The Court. Well now, a trademark is applied to a | 
product or a piece of machinery and not to the spe- | 
cific use, is it not? | 

Mrs. McGrecor. That is right. 

The Court. Well, why do you need to register it 
twice? 

Mrs. McGrecor. For — reason, that we have the | 
policy—and when I say ‘‘we,’’ I mean the application | 
has the policy of ele cm trademarks in the two | 
classifications in order to make a public record of the. 
fact that it uses its mark on these products, each of. 
which falls into two classifications. | 

So that if I have only a registration of FER-IN-| 
SOL in the pharmaceutical class, and if someone else | 
should wish to make a search, and that someone else is | 
interested in finding a non-conflicting mark to be used | 
on a food product, he is likely to make a search only | 
in marks applied to foods; and he would not find any. 
record of the applicant’s trademark as applied to 
pharmaceuticals. 

The Court. Suppose, however, someone was to use 
the trademark Fer-in-sol for a food, and you have. 
been given that registration mark for a pharmaceu-. 
tical product, then you would not be able to succeed | 
in securing an injunction against them for pimiad 
ment; is that 1t? 

Mrs. McGrecor. You might, but it might be more 
difficult, because the defendant would have the argu- 
ment as a defense that the goods were in different. 
classifications. — | 
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The Court. Well, doesn’t your contention amount 
to this: Aren’t you practically trying to dictate to the 
Patent Office how the Patent Office should keep its 
records ? 

Mr. McGrecor. No, Your Honor, for this reason: 
The Assistant Commissioner has said that classifica- 
tion is entirely for the administrative convenience of 
the office, and that it does not either limit or extend 
to the registration. 

The Court. That is what my question was directed 
to. 

Mrs. McGrecor. That is right, but we do not agree 
with that for this reason: I have already pointed 
out that the registrant who is limited in this one reg- 
istration for a product of this type, which has dual 
characteristics, is at a disadvantage, because he has 
been deprived of the right to obtain a registration in 
the other classification, into which his product falls, 
just as rightly as it does into the one that has been 
granted. 

The Covrt. Well, now, suppose you had applied for 
a double registration at the outset in your original 
application ? 

Mrs. McGregor. We did. 

The Court. Oh, you did? 

Mrs. McGrecor. In two applications. 

The Court. Well, suppose you filed only one, and 
asked for double registration, would it have been 
granted ? 

Mrs. McGrecor. No, it would be considered sepa- 
rately, as two applications, which could then be com- 
bined into one certificate after they were granted; but 
they would have to be filed as two applications. 

The Court. I see your point. 

Mrs. McGrecor. Now, there is another reason why 
the applicant’s rights have been curtailed by this re- 
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fusal, and that is this: In many foreign countries, 
and there are very many important foreign countries, 
like the Philippines, Guatemala, Uruguay, and many 
European countries, where we are required, when we 
wish to register in those foreign countries, we are re- 
quired to submit what is called a certified copy of the 
home registration. 

If we had a home registration in the ee 
class, we are deprived of the right to register the 
trademark in the food class of those foreign coun- 
tries, even though it may be very necessary for our 
complete protection, to have the two registrations mm 
those foreign countries. 

So that here are two specific examples of how thé 
registrant, who has filed the proper application and 
has paid the proper fee, has complied with the statute 
in every respect, nevertheless, is being refused a regis- 
tration on a ground not included in the cain | 
prohibition. 

In my opinion, that is contrary to the statute whicl 
says no registration shall be refused except for the 
stated reasons. Therefore, we believe that in a case 
where the product really has the characteristics of two 
classifications, both food and pharmaceutical, and the 
applicant has filed proper applications with the fees, 
he should be granted two registrations, just as the 
Patent Office has done in more than 25 eases for us 
heretofore, in the twenty-one years I mentioned. | 

Your Honor, we have a deposition from Dr. Harry 
Gordon, who is the pediatrician and chief of the Sinai 
Hospital of Baltimore, and he is also Associate Pro- 
fessor of Pediatrics at Johns Hopkins, and this is on 
file. : 

Do you eare to have it read? 

The Covrr. No. We will consider it read. I wil 
read it. 
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But, before you offer any testimony, I shall ask 
Mr. Schimmel to make his opening statement. 

Have you concluded your opening statement? 

Mrs. McGrecor. Yes, Your Honor. 

The Court. Then we will take our usual midmorn- 
ing recess at this time. You may make your opening 
statement after that, Mr. Schimmel. 

(Thereupon, a short recess was had.) 

The Court. You may proceed, Mr. Schimme!. 

Mr. Scurmmext. If Your Honor please, Mrs. Mc- 
Gregor has made a fair and accurate statement of 
the issues presented by this case. We do have, es- 
sentially, a mixed question of fact and law, the law 
question being one which has not been adjudicated by 
any court as yet. So it is a case of initial impression, 
as far as this Court is concerned. 

I would like to make these comments, however. 
With respect to all the registrations issued prior to 
1946, which is the date of the Trademark Act we are 
operating under now, I would say that they have no 
bearing on this case, because the new Trademark Act 
has in it a section, Section 30, which is on page 87 of 
the pamphlet I handed up to Your Honor, and which 
is 15 USC 1112, relating to the question of classifica- 
tions of goods and services. 

It is entitled Registration in a plurality of classes. 
It authorizes the Commissioner to establish a classi- 
fication for the convenience of Patent Office adminis- 
tration. 

The Court. What is the number? 

Mr. ScHIMMEL. 1112, Your Honor. 

The Courr. Oh, yes; I see it. 

Mr. ScHIMMEL. But not to limit or extend the 
applicant’s rights. 

The applicant may register his mark in one appliea- 
tion for any or all of the goods and services included 
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q ! 
, in one class, upon or in connection with which he is 
actually using the mark. We say this is a restriction, 
also, on an applicant’s right to registration. Congress 
has said he may register it in one class, not in a plu- 
rality of classes, where the identical mark is being 
used on the identical goods. The limitation is ex- 
pressed in Section 30. | 

The Court. Well now, let me see. Suppose the 
same mark is used on goods that, unfortunately for 
the applicant, fall into two different classes. Is it 
your contention that he has to make a choice and is 
limited to the use of the trademark only for one class, 
and not for the other? 

Mr. ScHIMMEL. Well, if the goods are identical and 
the mark is identical and the labeled specimen is 
identical, we would say yes. 

The Court. That seems a_ strange limitation, 
doesn’t it? 

Mr. ScHIMMEL. I don’t see how you can read the 
language of the statute any other way. 

The Court. In other words, a person who pertitaes 
tures a machine or a product that is capable of two 
different uses, and it so happens that the Patent Office 
puts those two different uses into two different classes, 
he can register it for only one of those two uses? 

Mr. ScHimMEL. Provided, Your Honor, everything 
is identical. He has an outlet. He hasa way out. | 

The Court. Now, what is the way out? | 

Mr. SCHIMMEL. The way out is to make changes in 
his label, his representation; they do not have to be 
identical. 

The Court. No, but suppose it is the same produet 

Mr. ScHIMMEL. He can indicate on one what its 
use is, and indicate on the other the other use. 

The Court. But, suppose the facts are to be found 
in favor of the plaintiff in this case. Suppose some 
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people buy a bottle of this product for pharmaceutical 
purposes, and others buy a bottle of this product for 
food purposes? The plaintiff actually could not use 
two different labels, because the plaintiff wouldn’t 
know which particular bottle would be purchased for 
which purpose. 

Mr. ScuimMe. Actually, I think the facts are 
otherwise, because whether or not it be a food, or 
whether or not it be pharmaceutical, depends on the 
directions given as to how much you use for one pur- 
pose or the other. 

The Court. No; you may buy the same product in 
the grocery store or in the drug store. 

Mr. SCHIMMEL. That is true. 

The Court. A great many products can be pur- 
chased in either one. 

Mr. ScHimMEL. There is no doubt about that. I 
agree with that, but there are hundreds of other uses 
for which this material can be used also. Are we to 
grant a hundred registrations on the same identical 
product? 

These are not the only two uses for this material. 
The evidence in this folder before Your Honor shows 
many other uses for this concentrated solution of fer- 
rous sulphate. 

The Court. Well, now, the classification is made by 
the Patent Office? 

Mr. ScCHIMMEL. That is correct; under the authority 
of Congress. 

The Court. Now, if the Commissioner of Patents 
chose to make his classifications broader, why, then, 
you can put pharmaceuticals and foods in the same 
classification. 

Mr. ScHIMMEL. But just one registration, though, 
Your Honor. 
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The Court. Yes, but if they were both in the same 
class, then the plaintiff would be protected in both, 
would he not? | 

Mr. ScHIMMEL. Yes, that is correct. | 

He would get one registration which would cover 
all the goods in that particular class. 

The Court. Now, prior to 1946, what was the situ 
ation? 

Mr. ScHIMMEL. Prior to 1946, this section was ma 
in the statute, Your Honor. There was nothing au- 
‘thorizing the establishment of various classes, and 
nothing saying that you could get a registration aly 
for one class. 

The Court. Is there any legislative history indi- 
cating what the purpose of this provision was? | 

Mr. ScurmMeL. I must be frank and say that I 
haven’t looked it up. Probably Mrs. McGregor sie 
but I have not made any study of it. 

The Court. I think it is rather important, — 
there has been so much material that led up to the 
enactment of the 1946 Act. | 

Mr. ScoimMExL. That is true. 3 

I would also like to call Your Honor’s attention to 
some other statement in that section, which speaks of 
the classification not to limit or extend the Rano tee 
rights. 

Your Honor asked Mrs. McGregor a question as ‘ 
whether it would be easier to sue for infringement in 
the event the registration was granted, or probably it 
wasn’t that—could you sue an infringer who was 
using your mark for foods if you had a ey 
for pharmaceuticals ? 

Actually, one of the arguments advanced below in 
the Patent Office for dual registration was the fact 
that the loophole that would exist under such circum- 
stances, if only a single registration were granted, 
would be plugged by the granting of two aa 
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Mrs. McGregor made this statement: Also, in order 
to give proper notice to the public in this country, 
and to forestall the defense argument that an in- 
fringer’s products are foods, when charged to infringe 
registration in the pharmaceutical class, or vice versa. 

The Court. So what is your answer to her argu- 
ment? 

Mr. Scurmmen. The answer was that that would 
extend her rights, if two registrations were granted, 
and that would permit her to hold as an infringer 
one who would not be an infringer, necessarily, under 
the other registration. 

The Court. What do you say about the last sen- 
tence of Section 1112? The Commission may issue 
a single certificate for one mark registered in a 
plurality of classes upon payment of a fee equalling 
the sum of the fees for each registration in each class. 

In other words, doesn’t that expressly provide that 
a mark may be registered in a plurality of classes? 

Mr. ScH1IMMEL. If they are different products, dif- 
ferent goods. 

The Court. It doesn’t limit it that way. 

Mr. ScHIMMEL. No, but that is what is always done. 
That is what the procedure is. If you have different 
goods, we will register them in a plurality of classes. 

The Court. If you have different goods, the prob- 
lem doesn’t arise. 

Mr. ScHIMMEL. Well, if there is an inconsistency 
with the second sentence with the third sentence, it 
seems to me that the second sentence, which limits the 
registration in one class, is specific enough. It is one 
application; one class. 

The Covrt. Yes, but this says that the plaintiff can 
have only a single certificate, but the mark can be 
registered in a plurality of classes. 
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In other words, you will not get a separate certifi- 
eate for each class, but you can register in each class, 
and get a single certificate, showing the registration 
in all the classes, provided you pay the fee for each 
of the registrations. . 

Mr. ScHIMMEL. And provided that it is otherwise 
registerable. ! 

The Court. I beg your pardon? | 

Mr. ScHIMMEL. And provided that it is otherwise 
registerable. : 

The Court. Well, of course. 

Mr. ScuimMEL. We feel, and the office has oleh 
the position in this and other cases, that since the 1946 
Act, that where the goods are identical and the mark 
is identical, it is not otherwise registerable. 3 

The Court. Well now, are you not limiting that 
provision, Mr. Schimmel, and when I say ‘‘you, » i do 
not mean you personally. 

Mr. ScHIMMEL. I understand that, Your Honor. | 

The Court. You are an advocate for a client, of 
course. I appreciate that. 

Mr. ScHIMMEL. We are limiting it, but I think we 
are limiting it because Congress has said it should be 
limited. 

The classification is set up, and the apoiteation 4 is 
put in a particular class, which will not limit or 
extend the applicant’s rights. That is according to 
what is set forth in the first sentence of Section 30. | 

Now, we have, it seems to me, to consider both 
things. Are applicant’s rights being extended by the 
dual registration? If applicant can sue someone for 
infringement that he could not otherwise sue for, and 
possibly succeed in getting an injunction, isn’t that 
right being extended on the identical mark? 

The Court. Well, let us see. Here is a product or 
an article that is used for two purposes. Under your 
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interpretation, the manufacturer can obtain a valid 
trademark only for one of those purposes, and he 


would not have any protection for the other purpose. 

Mr. ScurmMeEL. That is correct, if on the descrip- 
tion of the product we feel it falls in one class rather 
than the other class. 

The Court. Well, but the classification is arbitrary. 
Well, I think I get your point, anyway. 

Whether I agree with it, is a different matter. 

Mr. ScHIMMEL. I would like to eall Your Honor’s 
attention to the items D and C in our folder, which 
are publications setting forth various uses for the 
ferrous sulphate, which is the material or the goods 
under consideration here. Neither one of these, of 
course, indicates its use as a food. There are many 
other uses indicated. 

Also, because the product in this case is, according 
to the statements made throughout the prosecution of 
the case, administered solely and sold solely to phy- 
sicians, we feel we have a reasonable and legitimate 
basis for saying that this is a medicine, not a food, 
and that the classification in medicines, and the grant- 
ing of registration in the class of medicines was the 
proper registration, and the second registration is 
properly denied. 

Those are the facts as we have them, and that will 
be the evidence that we are relying on. 

The Court. Mrs. McGregor? 

Mrs. McGregor. May I reply very briefly ? 

The Court. No, these are opening statements. I 
will allow you to make a closing argument. 

Now, do you wish to introduce any evidence? 

Mrs. McGregor. Yes, I have one witness. 

The Court. I thought you were going to read a 
deposition. 
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Mrs. McGrecor. Yes, I have a deposition. May I 
read it? | 

The Court. Yes. 

Mrs. McGregor. You said you wished to read i 
Your Honor. 

The Court. Do you wish to read the deposition in 
evidence ? 

Mrs. McGrecor. If you wish me to. But I also 
have a witness. 

The Court. In order to make a proper record, you. 
have to state that you wish it in evidence. Do you? 

Mrs. McGrecor. I do wish to read it. | 

The Court. Well, I will consider it read. 

Is that the deposition of Dr. Harry H. Gordon? 

Mrs. McGregor. That is correct, Your Honor. 

The Court. Now, instead of having you read it out. 
loud, I will read it to myself, if you will just bear 
with me a few moments. 

Mrs. McGregor. Yes, Your Honor. 

The Court. Are you offering both the direct and 
the cross-examination, Mrs. McGregor? 

Mrs. McGregor. Yes, Your Honor. 

The Court. Before we proceed, Mr. Schimmel, T 
would like to ask you a question. Are vitamins clas-| 
sified as pharmaceutical products, or as a food, ace 
cording to the Patent Office classification? 

Do you know? 

Mr. SCHIMMEL. I am not sure. ; 

Mrs. McGregor. They are classified as pharma- 
ceuticals, although we have registered our vitamin | 
products in both the food and pharmaceuticals under | 
this past practice. 

The Court. That is, prior to 1946. They claim 
that Congress changed the law in 1946. 

. Mrs. McGrecor. I am talking about the 1946 Act. 

Under that Act the Patent Office has classified 
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vitamins in Class 18, pharmaceutical, and has ex- 
cluded them in recent years from the food class. 

The Court. Has the Patent Office under the 1946 
Act ever granted a plurality of registrations? 

Mr. ScuimMeEx. As far as I know, no. 

The Court. Not under the 1946 Act? 

Mrs. McGrecor. Oh, yes, Your Honor, they have. 

Mr. ScoimMeL. On what? 

Mrs. McGrecor. On everything. We have a book 
here. 

The Court. In other words, vitamins are classified 
as pharmaceutical products, and others foods? 

Mr. ScHIMMEL. Yes; that is foods. 

Mrs. McGrecor. But I have here registrations 
which we have obtained in two classes, food and 
pharmaceutical, on at least twenty of our products. 

The Court. Under the 1946 Act? 

Mrs. McGregor. Yes, Your Honor. 

Mr. ScHIMMEL. I didn’t think that there were that 
many. 

Mrs. McGrecor. Oh, yes. Every registration that 
bears a number over 500,000 came under the 1946 
Act; and in my book of exhibits here I have at least 
20 to 25 examples of where the second registration 
came under the 1946 Act, Your Honor; and I would 
like to point out that at least ten of these are vitamin 
products. 

The Court. Very well. You may proceed. 

Mr. Scuimmen. There will be an argument with 
respect to those registrations, Your Honor. 

The Court. I did not understand you. 

Mr. Scuimmen. I say that there will be an argu- 
ment as to justifying those registrations in the two 
classes. 

The Covurr. Well, I take it that the Patent Office 
has just. changed its interpretation; is that it? 
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Mr. ScHiMMEL. No, I wouldn’t say that there has © 
been a complete change of interpretation, no. I think | 
in many of the instances that Mrs. McGregor referred | 
to there is justification for saying that they are foods. | 

The Court. No, but the point is that originally | 
under the 1946 Act the Patent Office has allowed a | 
plurality of registrations, and then has changed its | 
position; is that it? | 

Mr. ScHIMMEL. In these few special instances, yes; _ 
that is correct. : 

The Court. Very well, you may call your witness. 

Mrs. McGrecor. Doctor, will you take the stand? 
Thereupon, 

HERBERT P, SsRetT 


was called as a witness by the plaintiff and, having © 
been first duly sworn, was examined and testified as | 
follows: | 

Direct Examination 


By Mrs. McGrecor: 


Q. Dr. Sarett, please state your name, residence 
and occupation. 

A. Herbert Paul Sarett. 

The Court. Just a moment. Not quite so fast, and 
a little more distinctly. It is hard to eatch an un- 
usual name. 

What is your name, sir? 

The Wirness. Herbert Paul Sarett. 

I live at 3306 Bellemeade Avenue, Evansville, In- 
diana; and J am Director of Nutritional Research at 
Mead Johnson and Company in Evansville, Indiana. 


By Mrs. McGregor: 


Q. The Mead Johnson and Company you refer to is 
the plaintiff in this case? 
A. Yes. 
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Q. How long have you been so employed? 

A. A little more than five years. 

Q. What are your duties? 

The Court. I do not think you need to go into a lot 
of preliminary matters. I think his title indicates 
what his duties are, in a general way. 

Suppose you get to the crux of the case. 

Mrs. McGrecor. May I ask him briefly to state his 
educational background ? 

The Court. I am not interested in that. I assume 
he is qualified, otherwise you would not have him in 
such a responsible position. 

Mrs. McGrecor. Very well, Your Honor. 


By Mrs. McGrecor: 


Q. Are you familiar with the products of your 
company ? 

The Cotrtr. Unless there was some dispute over his 
qualifications; but I do not think Mr. Schimmel is 
going to dispute them. 


Mrs. McGrecor. I merely want the Court to know 
that this gentleman has numerous degrees, and that he 
is well trained in this field. 

The Court. I do not doubt it, otherwise he would 
not be in such a responsible position. 

I always try to save time by eliminating these non- 
essentials. 


By Mrs. McGrecor: 


Q. You are familiar with the products of your 
company; and will you describe them briefly? 

The Court. I think he is. Suppose you get right 
to the point. 

The Witness. The products are mainly specialty 
nutritional products. These are products which have 
nutritional uses, and under certain: conditions. can be 
used therapeutically. 
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The Court. I suggest you eliminate ail prelimi- 
naries and get right to the point you want to bring 
out, Mrs. McGregor. 


By Mrs. McGrecor: 


Q. Do you know the policy of your company with 
respect to your trademark registrations? 

A. Yes. 

The Court. Oh, no, I do not think that is too im- 
portant, Mrs. McGregor. Just what do you want to 
establish by this witness? 

Mrs. McGrecor. We are coming to the very thing 
that Mr. Schimmel is going to make an argument 
about. 

The Court. I am not going to consider what the 
company’s policy is. 

I am going to construe this statute. 

Mrs. McGrecor. As long as I am permitted to argue 
the matter, even if there is no testimony in the ease, 
I shall be content. I am just leading up to 
something. 

The Court. I am going to let you argue the matter. 


By Mrs. McGrecor: 


Q. Approximately how many of your trademarks 
have been registered in the U. 8. Patent Office, as ap- 
plied to both foods and pharmaceuticals? 

A. Approximately 30 marks. There are approxi- 
mately 30 products which have been registered. 

The Court. Well now, you have answered the 
question. 

Thirty is the answer; is that it? 

The Witness. Yes, sir. 

The Court. You have answered the question. Wait 
for the next question. 


50 
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Q. They have been registered in two classes, mean- 
ing 60 registrations? 

A. Yes. 

Q. I show you a book that contains printed copies 
of 60 registrations, and I will ask you to state if 
those are the copies of the registrations you refer to 
in your answer? 

A. These are the registrations which are referred to. 

Mrs. McGrecor. May I offer the book of printed 
eopies in evidence, Your Honor? 

Mr. ScHIMMEL. I have no objection. 

The Court. It may be admitted. 

Mrs. McGrecor. As Plaintiff’s Exhibit 1. 

(The document was received in evidence and 
marked Plaintiff’s Exhibit No. 1.) 

Mrs. McGrecor. And I will give Mr. Schimmel a 
copy. 

By Mrs. McGrecor: 


Q. Has the Federal Food and Drug Administration 
passed upon your products with respect to labeling 
them as foods? 

The Court. No; I think you should limit your ques- 
tions to this particular product, because that is the one 
I have to pass on. 

You may so reframe your question. 


By Mrs. McGrecor: 


Q. Doctor, I show you a label of the Fer-in-sol 
product here in issue. Is that the label you now use? 

A. Yes, it is. 

Mrs. McGrecor. I offer in evidence a copy of 
Plaintiff’s Fer-in-sol label as Plaintiff’s Exhibit 2, 
and I will give you one, Mr. Schimmel. 

(The document was received in evidence, and 
marked Plaintiff’s Exhibit No. 2.) 
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‘ By Mrs. McGrecor: 


Q. Doctor, will you describe the product which you : 
eall Fer-in-sol ? | 


A. Fer-in-sol is a concentrated solution of ferrous _ 


sulphate. 
The Court. State that again. | 
The WirnEss. It is a concentrated solution of fer- | 
rous, f-e-r-r-o-u-s, sulphate, s-u-]-p-h-a-t-e. ! 
Ferrous sulphate is a salt of iron. This iron salt 
has many uses in irelustry, but it also has uses in the | 
nutrition and pharmaceutical fields, because it is | 
readily assimilable by man, and can be used to supply | 
iron in the diet, or in the treatment of anemia, in | 
both cases. i 
Fer-in-sol is a concentrated solution of this mate- | 
rial in water, with some sugar, a polyhydricalcohol, 
sorbitol, s-o-r-b-i-t-o-l], and some flavoring agents. | 
Mr. ScHIMMEL. May I hear that again? Would | 
you mind repeating that again? | 


The Witness. The composition of the material? 
Mr. SCHIMMEL. Fer-in-sol; yes. | 
The Witness. Yes. Water, sugar, a polyhydric al- 
cohol, sorbitol, and some flavoring, which includes | 
citric acid and flavors. | 


By Mrs. McGrecor: 


Q. That is the solution in which the concentrated | 
ferrous sulphate is carried? | 
A. Yes. 
Q. Will you give us your definition of a food? 
A. A food is a substance which contains one or) 
more other materials essential in the diet. The ma- | 
terials essential in a diet are considered to be fat, | 
protein, carbohydrate, vitamins, minerals, and water. 
Q. And into what category does elemental iron 
fall? | 





A. Elementai iron would fall into the class of 
minerals. 

Q. Can a human being live without iron in his diet? 

A. No; iron is essential in the diet. 

Q. Is Fer-in-sol absorbed by the body when it is 
ingested as food? 

A. Fer-in-sol is absorbed. The iron in Fer-in-sol 
is utilized to approximately the same degree as the 
iron in natural foods. 

Q. Is Fer-in-sol useful in the daily diets of persons 
who are not suffering from iron deficiency, such as 
anemia, that is, persons who are normally well, as we 
understand it? 

A. Yes. Fer-in-sol is useful for the diets of in- 
dividuals wherein the diet does not provide sufficient 
iron. The people may be restricted in their iron-con- 
taining foods, either through choice or other reasons. 

Infants may be getting only formula products after 
the third or fourth month of life, which do not pro- 
vide sufficient iron, and therefore doctors recommend 
and use small amounts of iron, not in therapeutic 
doses, but in relation to requirement doses as an ac- 
cepted portion of the daily diet. 

Q. Is that what you call a minimum daily require- 
ment dose? 

A. Yes, that is related to the minimum daily re- 
quirement dose. 

Q. How does the amount of iron in Fer-in-sol com- 
pare with the amount of iron in normal diets, I mean, 
the amount that is in your minimum daily require- 
ment dose ? 

How does it compare with the amount of iron in the 
normal daily diet? 

A. The amount of iron in the normal daily diet of 
an adult is approximately 12 to 15 miligrams, in a 
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good diet. For a child, the normal amount of iron is 
about 6 or 7 milligrams. 

The amount of iron in 0.3 cc of Fer-in-sol, which 1 is 
the amount recommended for children from one to six, 
is 7.5 milligrams, which is approximately the same as 
that present in a good diet for children, and the 
amount in 0.6 cc, recommended for adults, contains 
15 milligrams, which is about the amount contained 
in a good diet for adults. 

Q. How does the minimum daily requirement diet, 
as a food supplement, compare with the therapeutic 
dose, which is recommended for iron aaa | 
diseases ? 

A. The dose recommended for iron deficiency dis! 
eases is at least five to ten times as great as minimal 
daily requirement. 

The label states that either 3 cc, or the amount pre- 
scribed by the physician, be taken daily. This would 
provide 75 milligrams of iron in the 3 ce. 


By The Court: 


Q. Well now, for both purposes, this product fea: 
to be used under the directions of a physician, does it 
not? Isn’t that what the label says? 

A. Yes; it is recommended for use by physicians. 

Q. It says: ‘‘Use as directed by physician’’? 

A. That is right. | 

Q. In other words, the purchaser of this product i is 
advised not to use it except under the direction or 
advice of a physician; is that not right? | 

A. That is right. | 

Q. Well, do you know of any other food that you 
need a doctor’s advice to use ? ! 

A. Yes; many of them. | 

We are familiar with them, because that is the main 
type of food our company puts out. | 
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Q. Well, would you mention some types of food 
that must not be eaten except by a physician’s advice? 

A. The meaning is not that it should not be taken 
except by a physician’s advice; the meaning is that 
a physician should direct you how to use it. But the 
question of other foods—— 

The Court. Oh, I see. It says: Use as directed 
by a physician. 


By Mrs. McGrecor: 


Q. Doctor, will you state the policy of your com- 
pany with respect to the marketing of your foods? 
I think that will bring out the point. 

A. All of our special nutritional products are 
advertised and promoted only to physicians. We 
have, for instance, a product known as Sobee, which 
is a soybean preparation, which can be used by in- 
fants. Under normal conditions infants would not 
use this as their diet. But, if they are allergic to 
cow’s milk, or have difficulty with other diets, then 
a doctor would direct them to use this product. 

Now, this product, it is true, is being used for a 
special nutritional purpose, but it is still the child’s 
daily diet, and therefore is his nutritional product. 

The Court. Very well. 

Is there anything further? 

Mrs. McGrecor. Yes, Your Honor. 


By Mrs. McGrecor: 


Q. Doctor, is your product labeled both as a food 
and a pharmaceutical under the rules of the Federal 
Food and Drug Administration, Food, Drug and 
Cosmetics Act? 

A. Yes, itis. It must be labeled as both. 

It must be labeled as a food, because, under Sec- 
tion 403 (j), any food or product which purports or. 
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represents to have special dietary purposes must 
bear on its label information directed and regulated 
by the Secretary, which is necessary for the pur- 
chaser to determine its value. 

Therefore, under the section on food, we must have 
information as to how this compares with the minimal 
daily requirements of iron, which is the regulation 
put forth by the Secretary as to the minimal daily 
requirements of iron for children, and for = 
below which there is a deficiency. 

Then, in addition, we must have the recording on 
the label as a drug, because it can be used thera- 
peutically and must state the substance contained in 
this, and the amount per unit volume, and the amount 
which must be used either therapeutically or Be 
phylactically. 

Q. I understand that the part of the label which 
tells you how much iron is in the product and that 
part which tells you the minimum daily requirements 
falls under the—— 

The Court. Well, he has already stated that. iT 
have his answer. There is no need to repeat it. | 


By Mrs. McGregor: 


Q. Doctor, if you had to choose a classification, that 
is, either food or pharmaceutical, but not both, for 
this product Fer-in-sol, which one would you a 
or could you choose? 

The Court. I am going to exclude that. That calls 
for speculation. 

Mrs. McGrecor. Well, the Patent Office is asking 
us to choose. 

Very well. That is all. | 

The Court. Do you have any cross-examination? 
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Cross-examination 
By Mr. ScHIMMEL: 


Q. I am a little confused here by some of the an- 
swers the doctor has given. 

Doctor, will you describe Fer-in-sol again? What 
is in Fer-in-sol? 

A. It is a concentrated solution of ferrous sulphate. 
In making this solution the company uses water, a 
little sugar, and a substance called sorbitol, and some 
flavoring, which consists of citric acid and some 
flavors. 


By The Court: 


Q. Now, just what is ferrous sulphate? 

A. Ferrous sulphate is the sulphate salt of iron. 
The iron that you have as metallic iron has no valence 
in it. When it combines with substances ealled an 
ion, you have salt. 

Q. In other words, the salt of iron? 

A. It is an iron salt, Your Honor, yes. 

Q. And that is where the nutritional value is found? 

A. That is right. The only claim for nutritional 
value is being made on the basis of the iron content. 


By Mr. ScHIMMEL: 


Q. May I show you Plaintiff’s Exhibit 2, and ask 
you if on that label there is any indication of any- 
thing other than ferrous sulphate ? 

A. Yes; it states that there is a concentrated solu- 
tion of ferrous sulphate. 

Q. Does it say that there is sugar in there 

A. No. 

Q. Does it say that there is sorbitol i in there? 

A. No. 

Q. Is sugar a food? 

A. Yes, 
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Q. Is sorbitol a food? 

A. It is partly used, utilized, yes. 

Q. But the label then does not include on it every- 
thing that is in Fer-in-sol ; is that correct ? ! 

A. No, it does not include it. 


By The Court: 


Q. Should it not? | 

A. It need not include the nature of our solvent 
system. 

Q. Why not? Under the Food and Drug Act, I am 
sure it requires a statement of the ingredients. 

A. Those ingredients are used in small amounts for 
stabilization purposes. They are secrets of the com- 
pany, from the standpoint of making this solution. 
They do not contribute any nutritional value in the 
amounts in which they are present. 

Q. Now, doesn’t the Food and Drug Act a 
an enumeration of all the ingredients? It doesn’t re- 
quire the statement of quantities, but doesn’t it re- 
quire the enumeration of the ingredients? ! 

A. All of the ingredients which are important in 
the making of the solution are required. I believe, not 
knowing the amounts of these substances in that, that 
they are amounts present in traces for purposes of 
preserving the solution, and under the existing laws, 
it was found not necessary to include this on the label. 

The Court. Well, anyway, Mr. Schimmel, this ‘is 
not a proceeding under the Food and Drug Act. | 

Mr. ScHIMMEL. No, that is right, but I just wanted 
to point that out to show Your Honor that as far as 
the label presented to the Patent Office is concerned, 
and the statement in the application, there was no 
indication that there was anything other than a con- 
biruec solution of: ferrous ee | 
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The Court. Well, the Court does not have the ap- 
plication before it. It has not been offered in 
evidence. 

Mr. Scuimmen. It has not been offered in evidence, 
but I think you will find in the complaint, Your 
Honor, the statement—— 

The Court. Yes, but I cannot consider anything 
that is not in evidence. One party or the other ought 
to offer the application in evidence. 

Mr. ScuoimMEL. Well, I will have to do that, if the 
plaintiff doesn’t. 

The Court.I think the plaintiff should offer it in 
evidence. I presume the plaintiff will, before the 
plaintiff rests. 

Mrs. McGrecor. I didn’t hear the point, Your 
Honor. 

The Court. Well, you have not offered the applica- 
in evidence. 

Mrs. MoGrecor. The Patent Office admitted the 
filing of the application. 

The Court. Oh, I know, but I think I should be 
in a position to see what the application states. 

Mrs. McGregor. Well, I am perfectly willing to 
have a certified copy prepared and sent. 

The Court. Oh, no; I am going to decide this case 
today. 

Do you have a copy of the application? 

Mrs. McGrecor. No; I only have my office copy, for 
the simple reason—— 

The Court. Then you may offer that. 

Do you have a copy? 

Mr. Score. I have the official file, Your Honor. 

Mrs. McGrecor. The answer admitted the filing, 

The Court. But I would like to know what the ap- 
plication says, to be sure that there is no dispute that 
the application was presented and denied. I would 
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like to know what is in the application. For example, 
in every patent case, it is customary to offer in ev 
dence the file wrapper. 
Mrs. McGrecor. It certainly is, and I would hike 
done so, except the answer of the Patent Office ad- 


‘mitted every allegation of our complaint. The only 


two questions are the ones I have brought out, the 
question of fact as to the food and the aaah: oF 
law. 

The Court. Very well. 

Mr. ScuimmMent. I might say as to that, Your 
Honor, that certainly we did. 

In paragraph 7 the plaintiff stated that the sipplina 
tion was for a liquid food preparation, namely a oo 
centrated solution of ferrous sulphate. 

Well, that is exactly what I was pointing out. That 
is what the application says, a concentrated solution 
of ferrous sulphate. 

The witness now says it also has sugar and sorbitol 
in it. 

The Court. Well, he said traces. ! 

Mrs. McGrecor. That’s the solution. It says a 
solution. 

The Court. Well, is there anything further? 

Mr. ScHIMMEL. No; that is all I have. ! 

The Court. Step down. | 

(Thereupon, the witness was excused.) ! 

The Court. Do you have anything further, Mrs. 
McGregor? 

Mrs. McGrecor. Yes, Your Honor. I would like 
to point out that—— 

The Court. No; have you any further evidence? 

Mrs. Mc@ecor. No, Your Honor. 

The Covzt. You rest? 

Mrs. McGrecor. Yes, Your Honor. 
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Mr. ScH1imMEL. The defendant has the folder which 
our Honor has on his desk, which includes a copy of 
the Mead Johnson registration 552,271 on Fer-in-sol 
for the treatment of iron deficiencies, and the two 
publications I have previously referred to, B and C, 
showing various uses for ferrous sulphate, and the 
print of the drawing in the instant application for 
Fer-in-sol, showing it is identical with that other 
registration, and the examiner’s statement, and the 
decision of the Assistant Commissioner. 

I think I will offer in evidence also a certified copy, 
that is, the official file wrapper, and ask Your Honor 
to—— 

The Court. You are offering what, Mr. Schimmel? 

Mr. Scurmmeu. The official file wrapper of the ap- 
plication, containing the application itself, and all the 
proceedings in connection with it in the Patent Office. 

The Court. It may be admitted. 

Mr. ScuHrmmMet. And if Your Honor is to keep it, 
may I substitute for it a certified copy? 

The Court. You may do so. 

Mr. Scoimmeu. So I may keep it in our official 
records. 

The Court. Yes. 

(The document was received in evidence and 
marked Defendant’s Exhibit No. 1.) 

The Court. Do you rest? 

Mr. ScHIMMEL. Yes, I rest. 

The Court. Well now, Mrs. McGregor, did you 
want to call the Court’s attention to something ? 

Mr. McGrecor. I wanted to correct the impression 
that might have been gained by the fact that appli- 
eant, or plaintiff’s products all bear the notation on 
their labels that they are to be used under the direc- 
tion of physicians. 

Now, some of those products — 
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The Court. No; I am only interested in this 
product. | 

Mrs. McGrecor. But I am pointing out that it is 
the policy of the company to advertise their products 
only to the medical profession, and some products; 
which are purely foods, such as Pablum 

The Court. That is what puzzles me, Mrs. Me: 
Gregor. Ordinarily, foods are advertised to the 
public, if they are advertised at all, rather than pnt 
to the medical profession. 

Mrs. McGrecor. Well, I may give you an example. 
Pablum is a cereal product which is used by babies, 
just like we used to use breakfast foods, only it is a 
precooked food, and from 1932 until 1950 it was sold 
exclusively through drug stores. Now, that is merely 
a choice on the part of the plaintiff to sell his prod- 
ucts where they may he supervised in their use by 
physicians. 

The Court. Oh, yes; that was not conclusive in my 
mind. I just raised a question. 

Mrs. McGregor. It has no bearing on the eumeiees 
istics of the product. They may be entirely foods; 
they may be entirely pharmaceutical, and therefore 
I don’t think that should influence the court in decid- 
ing whether it is a food. The label shows that it is 
used in minimum daily requirement doses as a food, 
and that is used in larger doses as a therapeutie. 

If we took the same product and put two different 
labels on them, then I think perhaps we would satisfy 
the Patent Office, but why shouldn’t we satisfy them 
by just what we have done? We have got all the 
information, both for the food use and for oe 
pharmaceutical use on one label. 

And the point that Mr. Schimmel is making, that! 
if we divided the label into two pieces and put them! 
on the same bottle, or handed you two bottles cAReea 
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of one of the same product, then we would comply 
with the Patent Office rule, and that just seems silly. 

It seems to me that the statute gives the plaintiff 
the right to a registration for the product as he has 
used it. 

The Court. You have made that point in your 
opening statement. I have got that point. 

Do you wish to say anything? 

Mr. ScuimMeu. I wish to call to Your Honor’s 
attention, to this immediately, a little misrepresenta- 
tion as far as what has been presented to the Patent 
Office is concerned. 

In the deposition of Dr. Gordon, in his cross- 
examination, when I asked him about the product 
Fer-in-sol on page 9 of that deposition, he stated to 
his knowledge it was merely a solution of ferrous 
sulphate, nothing else in it. He relies completely 
on the producer, the manufacturer to tell him if there 
is anything else in it, and he wants to know it. 

On the next page he says, when I asked him: ‘‘ But 
vou do know that there is nothing in the preparation 
other than the ferrous sulphate and the solvent. Is 
that correct ?”’ 

And he said: ‘‘Yes.”’ 

And then he says: ‘‘This is by assumption, because 
if there was more, I would presume that the Mead 
Johnson and Company would put it on the label.” 

In this case, apparently, they haven’t put it on the 
label, and they didn’t present, presumably, the proper 
label to the Patent Office with this application that 
they are required to do under the statute. 

The Court. That they are required under what? 

Mr. ScHIMMEL. Under the statute. 

The Covrt. Which provision of the statute ? 

Mr. ScHrmMEL. In Section 2. As far as the ap- 
plication is concerned, they are required to present 
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us, and the application should contain a description 
of the goods, and it is Item 3. 

The Court. What section is that ? 

Mr. ScHImMMEL. Section 1051, Your Honor, ie 
Item 3 is that which the application should contain. 

It says: Such number of specimens or facsimiles 
of the mark as actually used as may be required by 
the Commissioner. 

Now, no mark, no specimen ever presented to the 
Patent Office ever showed that there was any sugar 
in that composition. It was represented as simply 
nothing but a concentrated solution of ferrous sul- 
phate. That is what Dr. Gordon thought it was. | 

The Court. Well, of course, the testimony is. that 
these other matters are just traces. I suppose that 
there are few chemicals today that do not have a 
trace of something else in it. | 

Mr. ScHIMMEL. That is true. There would be no 
question, if there were sugar in that, that we would 
not question it, but that it had some food value. Our 
greatest difficulty ; is in finding that a concentrated SO- 
lution of ferrous sulphate in water is a food. 

The Court. Well, I am not going to make a finding 
that there is any misrepresentation here, simply be- 
cause there are traces of sugar. 

Mr. ScHimMEL. I just wanted to present that to 
Your Honor. 

(Thereupon, the Court rendered its opinion, which 
is as follows:) ! 


Opinion of the Court 


The Court. This is an action against the Commis- 
sioner of Patents under 35 U. S. Code 145 to procure 
an adjudication that the plaintiff is. entitled to reeeive. 
registration of the trademark Fer-In-Sol for products 
used as foods, as described in application. Serial Nc o 
605,107, filed on October 18, 1950. 
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The product in question is a concentrated solution 
of ferrous sulphate which plaintiff sells both for 
pharmaceutical and for food purposes. A registration 
of the trademark for pharmaceutical purposes has 
been granted, but in view of the fact that foods and 
pharmaceutical products are in different classes, es- 
tablished administratively by the Patent Office, the 
Commissioner of Patents has refused to grant a sec- 
ond registration of the trademark for food purposes; 
and also as a result of the further reason that he 
found that plaintiff’s product is not a food. 

At the outset, there is a basic question of law that 
must be determined: whether an applicant for a trade- 
mark on a product or article that is used for more 
than one purpose is entitled to as many registrations 
as there are purposes for which it is used, if such 
purposes fall within different classes. The Commis- 
sioner has ruled in the negative. 

In the opinion of the Court, the governing provision 
is found in 15 U. S. Code Section 1112, which author- 
izes the Commissioner to establish a classification of 
goods and services for convenience of Patent Office 
administration in connection with registration of 
trademarks. This sentence further provides that this 
shall not be done to limit or extend the applicant’s 
rights. The section then adds that ‘‘the applicant 
may register his mark in one application for any or 
all of the goods or services included in one class, upon 
or in connection with which he is actually using the 
mark. The Commissioner may issue a single certifi- 
eate for one mark registered in a plurality of classes 
upon payment of a fee equaling the sum of the fees 
for each registration in each class.” 

The first of the sentences quoted above merely 
means, as the Court construes it, that a single applica-_ 
tion would’ be sufficient to register a trademark for 
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all of the purposes covered by a single class. It does | 


not prevent an applicant from filing successively more 
than one application for goods and services included 
in two or more classes. The second sentence makes it 





clear that the Commissioner may issue a single cer- 
tificate for one mark registered in a plurality of © 


classes upon payment of a fee equaling the sum of | 


the fees for each registration in each class. This pro- 
vision obviously contemplates the registration of a 
single mark in a plurality of classes. Were this not 
the law, a person’s right to trademark protection 


might be arbitrarily limited by the fortuitous circum- | 


stance that the purposes for which he uses it happen 
to be distributed among two or more classes instead 
of being placed in the same class. 


The Court is of the opinion that this result would | 


be unreasonable result and contrary to what seems 
to be the intent of the Congress as expressed in the 


provision that has been quoted. 


In view of these considerations, the Court con- | 
strues the law as permitting the registration of a 
single trademark in a plurality of classes if the trade- — 
mark covers a product or article that is used for pur- © 


poses enumerated in different classes. Under these © 


circumstances, the trademark may be registered in 
each of these classes, but as a matter of administra- 
tion the Commissioner may issue only a single 
certificate. 

This brings us to the question whether the product 
in question may be reasonably classified as a food as 
well as a pharmaceutical product. The Court is of 
the opinion that the evidence establishes that it may 
be used as a food and so finds as a fact. 

_ The Court will render judgment for the plaintiff 


adjudging that it is entitled to the registration. 


Counsel may submit proposed findings of fact and con- 





66 


clusions of law and a judgment. I suggest that this 
be done promptly, within the next two or three days. 


In the United States District Court for the District 
of Columbia 


Civil Action No. 707-55 
MEAD JOHNSON & COMPANY, PLAINTIFF 
Vv. 


Rosert C. Watson, aS COMMISSIONER OF PATENTS 
OF THE UNITED STATES OF AMERICA, DEFENDANT 


Filed January 31, 1957, Harry M. Hull, Clerk. 


Battrmore, Mp., 
Tuesday, January 22, 1957. 


Deposition of Dr. Harry H. Gordon, a witness of 
lawful age, taken on behalf of the plaintiff in the 
above-entitled cause, wherein Mead Johnson & Com- 
pany is the plaintiff, and Robert C. Watson, as Com- 
missioner of Patents of the United States of America, 
is the defendant, pending in the United States Dis- 
trict Court for the District of Columbia, pursuant to 
notice, before Donald F. Johnson, a notary public in 
and for the State of Maryland, at the offices of Dr. 
Harry H. Gordon, Sinai Hospital, Baltimore, Mary- 
land, at 2:00 o’clock p. m., Tuesday, January 22, 1957. 
Appearances: 

Robert N. Roley, Esq., appearing on behalf of the 
plaintiff. 

Joseph Schimmel, Esq., Solicitor, United States 
Patent Office, appearing on behalf of the defendant. 
Thereupon, 

Dr. Harry H. Gorpon 


& witness of lawful age, being first duly sworn, was — 


éxamined by counsel and testified as follows: 
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i 
Direct Examination 


By Mr. Rotey: 


Q. The first question is: state your name, residence _ 
and occupation. | 
A. Harry H. Gordon, M. D., 1804 Fairbank Road, | 
Baltimore 9, Maryland. I am Pediatrician-in-chief | 
at the Sinai Hospital in Baltimore, and associate pro- | 
fessor of pediatrics at Johns Hopkins University. ) 
Q. How long have you been chief of pediatrics at 
Sinai Hospital? ! 
A. Five years. | 
Q. How long have you been associate professor of | 
pediatrics at Johns Hopkins University? 
A. The same period; five years. | 
Q. Please state briefly your educational qualifica- _ 
tions for the positions you hold. | 
A. Well, I graduated from Cornell University Med- — 
ical College in 1929, and, after my four years of resi- | 
dency training, I was on the staff of the Cornell © 
University Medical College from 1933 to 1946, with | 
my highest rank there being as assistant professor — 
of pediatrics. | 
From 1946 to 1951 I was professor of pediatrics at _ 
the University of Colorado, and pediatrician-in-chief — 
at the Colorado and Denver General Hospitals. 3 
I was consultant in pediatrics to the Surgeon Gen- | 
eral of the United States Army, assigned, first, to | 
Fitzsimons Hospital, and, now, to Walter Reed | 
Hospital. And then I came here to Sinai here in 
January, 1952, | 
Q. What are your duties as chief of pediatrics at — 
Sinai Hospital? ! 
A. The first one is the responsibility for the care © 
of all the ward patients. | 
Instead of ward, let’s say responsible for all the 
public patients in the wards and nurseries and the | 





68 


out-patient and the supervision of the care for all 
the private patients, all of these being under age 12. 

In addition to that, I am in charge of the research 
program in pediatrics, and in charge of the teaching 
program for all of our residents and for all the 
medical students who are assigned here from Johns 
Hopkins. 

Q. Are you familiar with products which are being 
made and sold by Mead Johnson & Company of Evans- 
ville, Indiana? 

A. Yes. 

Q. How would you describe these products gener- 
ally? 

A. Well, some of them are foods; they are nutri- 
tional foods, and some of them we use as medication. 
They are for therapy of diseases or symptoms. 

Q. Are you familiar with the Mead Johnson prod- 
uct called Fer-In-Sol? 

A. Yes, I am. 

Q. Would you please describe the product Fer-In- 
Sol? 

A. Well, this is a concentrated preparation of fer- 
rous sulfate in a form that is suitable for oral admin- 
istration to babies and adults, too. 

Q. Would it be a solution? Would it necessarily— 

A. Yes, it is a concentrated solution of ferrous 
sulfate. 

Q. What is ferrous sulfate, doctor? 

A. Well, it is a salt of elemental iron. 

Q. Is iron essential to the maintenance of human 
life? 

A. Yes. It is an important substance for the mak- 
ing of hemoglobin and for the making of certain en- 
zymes to be used in the body. 

Q. Does Fer-In-Sol contain any substance which 
you regard as a drug, or which is commonly thought 
of as a medicine? 
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A. Nothing other than the ferrous sulfate itself. 

Q. Is Fer-In-Sol nutritional ? 

A. Yes. It is used as a food. The iron in it is a. 
foodstuff for infants and children under certain con- 
ditions when their diets can be considered inadequate. 

Q. Would you classify iron as essential such as pro- 
teins, carbo-hydrates, fats, vitamins ? : 

A. Oh, yes. It is essential for making hemoglobin 
and for these enzymes I mentioned. 

Q. Do you employ Fer-In-Sol in your hospital or 
elsewhere in the diets of normal infants and children? 
That is, for the persons apparently free from disease, 
to maintain their minimum daily requirements of iron. 

A. Yes. There are certain conditions, particularly 
if you have young babies who are going to grow very 
rapidly, such as premature infants—we will give them 
iron without waiting for them to develop anemia. 
This is considered part of their diet. 

If we have infants born to parents who have aller- 
gies we will be very careful about when we start solid 
foods, and, so, will have to rely just on milk because 
we are afraid to produce allergies in the babies. 
These babies are apt, without these solids, to develop 
anemia. 

So, again, without waiting for them to devsiop’ 
anemia, we will add Fer-In-Sol to take the place of the 
foods that we can’t add. 

I think that these are two examples. There are 
other less common ones. 

In babies that are born to mothers who have had! 
inadequate diets in pregnancy we may frequently add 
Fer-In-Sol as a food for these babies because we 
ean’t rely on them to get enough iron in their diet. 

Q. Do you also use Fer-In-Sol in the diets of per- 
sons suffering from iron deficiency diseases? 
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A. Yes. If we have infants who have developed 
anemia, sometimes from loss of blood, sometimes be- 
eause they have had inadequate diets and they are 
already brought in with severe degrees of anemia, then 
we will again use Fer-In-Sol, but in a different dose, 
in a therapeutic dose rather than in a maintenance 
one. 

Q. In your opinion, is Fer-In-Sol a food ? 

A. Yes. It is certainly in the case of-the first in- 
fants that I described. 

Q. Then, in your opinion, is Fer-In-Sol both a food 
and a pharmaceutical preparation ? 

A. Yes. In the first instance, the first babies I de- 
scribed, it would represent a food where we give it 
for maintenance of their dietary requirements. 

In the instance of the babies who are already se- 
verely anemic we give it in much larger doses, and 
there it is more like a medicine. 

Q. I would like to refresh your examples. 

Now, in your use of Fer-In-Sol, under what condi- 
tions do you employ it as a food in daily diets? 

A. In the ease of a rapidly growing infant such as 
a premature baby in whom we don’t think his regular 
diet will give him enough iron, second, in the ease of 
a baby that we think is a candidate for allergy and 
who we must be very careful about in adding solid 
foods, we will use F'er-In-Sol; thirdly, in the case of in- 
fants that we think may have been born with low 
stores of iron because their mothers had defective 
diets, or in whom, because of economic circumstances, 
we think they don’t get good diets, we may use Fer- 
In-Sol. 

Q. Now, doctor, I am showing you a label for 
Fer-In-Sol, and I would like to ask you to state 
whether it is labeled both as a food and as a thera- 
peutic agent. 
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A. Well, it is certainly labelled as a food, at the 
point where they say that 0.3 ec supplies the mini- 
mum daily requirement for children one to six. This. 


is labeling as a food. 
On the left-hand side, where it says the therapeutic 


dose is 3 ce a day, that is ten times as much as pre- | 
scribed, and obviously there we are talking about it ' 


as a medicine or as a drug. 


Q. Is Fer-In-Sol ever substituted for iron-contain- 
ing foods such as wheat germ, soya flour, egg yolk or | 


liver ? 


A. Yes. This is what we do in allergic babies or 


babies we think are going to be allergic. 


Q. If you were called upon to classify Fer-In-Sol | 
as either a food or a pharmaceutical, but not both, | 


which would you choose? 
A. That is hard. 


It is both. Sometimes we use it one way and some- ! 
times the other. And I could classify it sometimes | 


one way and sometimes the other, depending upon | 


how I used it. 
Mr. Rotey. That is all I have now. 


Cross-Examination 


By Mr. SCHIMMEL: 


Q. Doctor, you described Fer-In-Sol as a concen- | 


trated preparation of ferrous sulfate and, I believe, 
a pharmaceutical for oral administration. 


Does the word “‘preparation”’ have any significance — 


there? 


Q. May I ask you this: 


A. Well, it is something that I buy from a company. | 


Is there anything, to your knowledge, in Fer-In-Sol | 
other than ferrous sulfate and the solvent used to | 


place it in solution ? 
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A. Not to my knowledge, sir. 

Q. And what, to your knowledge, is the solvent 
that is used in making that concentrated preparation ? 

A. I don’t know what it is, sir. 

Q. You do not know what the solvent is? 

A. No. 

Q. But you do know that there is nothing in the 
preparation other than the ferrous sulfate and the 
solvent. Is that correct? 

A. Yes. 

This is by assumption, Mr. Schimmel, because, if 
there was more, I would presume that the Mead John- 
son Company would put it on the label. 

Q. So, in other words, you do not know from per- 
sonal knowledge, but merely the fact that nothing ap- 
pears on the label ? 

A. Well, I don’t know that there is any iron in it 
except that is what it says on the labeling. I have 
never made any analysis. 

Q. You have never made any analysis of it? 

A. No, sir. 

Q. But when the label says a “concentrated solu- 
tion, ferrous sulfate’’ you assume that it has ferrous 
sulfate in it? 

A. Yes. 

Q. So, in your use of the solution, you are depend- 
ing primarily on what you find on the label? 

A. Yes; entirely. 

Q. Now I believe you also stated, in answer to a 
question, that iron is essential to the maintenance of 
human life. Is that true? 

A. Yes. 

Q. There are many other materials that are also 

essential for the maintenance of human life. Is that 
not true? 

A. Yes, 


\ 
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Q. Do you classify Fer-In-Sol as a food because 
it is essential to the maintenance of human life? 

A. No. I classify it as a food because it is some- 
thing essential for life that is ingested orally, that 
we eat. 

Q. Aren’t there many other materials that are in- 
gested orally that you would not classify as eee 4 | 

A. Would you have any examples? 

Q. Yes. May I give you one example. 

Would you say salt? 

A. That is a food. 

Q. Would you characterize salt as a food? 

A. Yes. i 

Q. Would you characterize mineral oil as a food? 

A. No. | 

Q. It is ingested orally. 

A. Yes, but it is not absorbed. 

Q. Would you characterize all of the mineral aaite 
that the body needs for its life functions, normal life 
functions, as foods? ! 

A. I think so. | 

Q. Do you know whether that classification or 
characterization is one that is generally pee | as 
true or not? 

A. Mr. Schimmel, I think it is. 

As you were questioning me I was thinking back bs 
the lectures that I used to give to medical students 
and that my teacher used to give. And we certainly 
classified all of these things as foodstuffs, organic 
foods—protein fat, carbo-hydrate, water—as a food. 

Q. You characterized water as a food as well? | 

A. Yes. 

And then we would go into all the minerals, anid 
iron among them: iodine, sodium, chloride. And then 
the thing we used to argue about was whether oxygen 
shouldn’t be classified as a food. | 
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Q. I was going to come to that also. 

A. Since it was in the air and we breathed it free. 
whether we oughtn’t to eall that a food, too. 

Q. I was going to ask you that next. You said it 
was ingested. 

A. We used to use it, and the students used to get a 
big laugh out of it. We used to tell them that if you 
wanted to classify oxygen as a food, you could, even 
though it is free. 

Q. I have a definition here of a food which I will 
quote from a chemical dictionary, and now I am 
quoting the definition : 

“Any substance which serves to build up tissues, 
repair waste and supply living organisms with heat.’ 

Would you agree or disagree with that definition ? 

A. I think that is all right. 

Q. You would think that would be a good definition 
of food? 

A. Yes. 

Q. How does ferrous sulfate fit into that definition ? 

A. Because it has iron in it. 

Q. Does it serve to build up tissues? 

A. Yes: hemoglobin, the coloring matter of the 
blood; and also it is used for formation of a large 
group of enzymes that are called heme enzymes. 

Q. And, because of that, you would say it also 
repaired waste? 

A. Yes. 

Q. Does it supply heat? 

A. No, not directly. But, to the extent that it 
serves to make heme enzymes, which, in turn, are 
responsible for some of the chemical reactions which 
supply heat, I think that it does. 

As to the definition you read, Mr. Schimmel, I ean 
think of others that wouldn’t fall into this. Those 
are not mutually exclusive terms. 








Q. No; that is correct. T am just using that as an 
illustration. 

A. Yes. 

Q. Now in speaking, as you did, of Fer-In-Sol as 
being nutritional, are you speaking in the usual sense 
of the term nutritional, or are you speaking in its 
medicinal sense as something essential to the raainte: 
nance of human life? 

A. I don’t equate medicinal with being essential 
to human life. 

Q. Let’s leave out the word medicinal then. 

Were you considering it in a broader aspect of 
something essential to the maintenance of human life ? 
A. Can you start over? | 
Mr. ScoimMet. Would you mind reading it. | 

The Witness. I am trying to get the difference be- 
tween the two categories you asked me to choose from. 

Mr. ScHIMMEL. Would you mind reading that? | 

(The pending question was read by the reporter.) 

The Wrrness. I don’t see any difference between 
those two things, Mr. Schimmel. 

To me, nutrition is necessary for the saris 
of life or for the maintenance of health. Let me put it 
that way. Would that be all right? 


By Mr. ScHIMMEL: 


Q. You are the one who is expertizing here. 

A. Yes. 

Q. All I am trying to do is make clear on the record, 
at least as far as it is going to be presented to the 
court—— : 

A. I’m sorry. 

Q. —what your position is and whether it is the 
use of terms in their normal, everyday meaning » or 
whether it has a special meaning. | 

A. Yes. 
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Well, where I am caught on that is that I am a doc- 
tor, and I also have done most of my research in the 
field of nutrition in little babies. And these terms, to 
me, in an everyday sense, have to do with feeding 
babies for the maintenance of their health and their 
life. What is everyday to me is just what you have 
said. 

Q. Let me put it this way then: 

In terms of adults, rather than babies or chil- 
dren, would there be any difference in your use of the 
term foodstuff and the relationship of Fer-In-Sol to 
the term foodstuff? 

A. Not in relationship to the term. The terms 
would still hold. If you were to ask me for examples 
of adults in whom Fer-In-Sol was a food, I might be 
hard pressed for this. This may be just because my 
experience is with babies. 

Q. In the pediatric field. 

A. Yes. 

Q. But you would feel that, whether it be an adult 
who is imbibing Fer-In-Sol or whether it is a child, 
so long as it is necessary to the life processes, it would 
be a foodstuff. Am I correct in saying that that 
would be your opinion? 

A. Yes, unless we prescribed it in a dose big enough 
to correct some illness in him. 

Q. In other words, you would separate or classify 
the material as a foodstuff or a medicine depending 
on the dosage? 

A. Yes. 

This is off the record. Could I say something off 
the record? 

Mr. Scuimmen. Yes. 

(Discussion off the record.) 








V7 | 
By Mr. ScHIMMEL: i 

Q. In connection with the label that you were 
shown, I believe you stated that, in your opinion, 
the dosage of 0.3 cc, indicated in the left-hand column, 
indicated to you the use of the material as a food. | 

A. Yes. i 

Q. Is that correct? i 

A. Yes. | 

Q. That opinion is not influenced in any way, is it, 
by the fact that there is also a recommendation in 
that column that the Fer-In-Sol be administered with 
fruit juices? 

A. No. 

Q. In your experience and in your opinion the 
dosage itself is sufficient to indicate its use as a food? 

A. Yes. : 

This, to me again perhaps, is more as a father than 
a pediatrician. 

As far as feeding little children is concerned aa 
the taste and vehicle, it doesn’t do away with a thing 
being a food. 

Q. Then I gather you also feel that the use of 
Fer-In-Sol in treating anemias is a food use? | 

A. No. 

Because of the dose in treatment of anemia, I uate 
then consider that we are using it as a medicine. 

Q. Oh. Maybe I got the wrong impression from 
your statement because when Mr. Roley was recapit- 
ulating and asking you to give the instances of food 
use, I thought you included the anemias in that. 

A. No. | 

Mr. Rosy. Off the record. 

(Discussion off the record.) 


By Mr. ScHIMMEL: 


Q. Actually there. were only two examples you gave 
us of the Fer-In-Sol as a food in your‘experience: one, 
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the feeding of rapidly-growing infants and prema- 
ture infants— 

A. Yes. 

Q. And, second, the children who were candidates 
for allergies? 

A. Yes. And then a third, that there were occa- 
sionally babies born to women who had been anemic 
or who had been on deficient diets, and these babies 
might be born with low iron stores. 

Q. Then they would be treated as anemias? 

A. No, they wouldn’t be anemic. 

Q. No, they wouldn’t be anemic yet? 

A. No. But they would develop it more quickly. 

Q. Well, then, to sum it up, I would gather your 
statement to be that, in your opinion, Fer-In-Sol can 
be both a food and a pharmaceutical. 

A. Yes. 

Q. And that whether it is a food or a pharmaceuti- 
cal depends on dosage. 

A. Yes. 

Q. Is that correct? 

A. Yes. 

Mr. ScorumeEu. That is all I have. 

The Witness. And, Mr. Schimmel, in tum, the 
ehoice of what dose to use depends upon the eondi- 
tions that we are using it in. Isn’t that right? 

By Mr. ScHIMMEL: 

Q. In other words, I would gather from that that 
depending upon the conditions you meet with in the 
patient would determime whether or not you take a 
large or small dose. 

A. That is right. 

Mr. Rotey. It is like an apple a day will keep the 
doctor away. 

. Mr. Scuruwuen. That is all I have 

Do you have. anything more? 








Mr. Rory. No, I don’t. 
Mr. Scuimme.. Let’s put in a stipulation that the | 
copy can be submitted to the doctor for checking and — 
for signing, and it. can be attested to before any © 
notary. | 
Harry H. Gorpon. 
Dr. Harry H. Gordon. 
Subscribed and sworn to before me this 29th day — 
of January 1957. | 
ZuPARAH ANNE PLITT, 

Notary Public. 

My commission expires May 6, 1957. 


SraTe OF MARYLAND, 
City of Baltimore, ss: | 
I, Donald F. Johnson, a notary public duly com- | 
missioned and qualified in and for the State of Mary- | 
land, aforesaid, do hereby certify that, pursuant to | 
notice, there came before me on the 22nd day of Janu- | 
ary, A. D., 1957, at 2:00 o’clock p. m., in the offices | 


of Dr. Harry H. Gordon, Sinai Hospital, Baltimore, | 
Maryland, the following-named person, to wit, Dr. | 
Harry H. Gordon, who was by me duly sworn to | 
testify the whole truth and nothing but the truth | 
of his knowledge touching and concerning the matters | 
in controversy in this action, and that he was there- | 
upon carefully examined upon his oath and his ex- | 
amination stenographically reported and reduced to | 
writing by me, and that the deposition is a true record | 
of the testimony given by the witness. | 

I further certify that I am neither attorney or coun- | 
sel for, nor related to or employed by any of the | 
parties to the action in which this deposition is taken, | 
and, further, that I am not a relative or employee of | 
any attorney or counsel employed by the parties | 
hereto or financially interested in the action. | 
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In witness whereof, I have hereunto set my hand 
and affixed my notarial seal this 28th day of January, 
A. D. 1957. 
DonaLp F. JOHNSON, 
Notary Public in and for the 
State of Maryland. ‘ 
My commission expires May 6, 1957. 


In the United States District Court for the 
District of Columbia 


Civil Action File No. 707-55 : 


Meap JoHxson & CoMPANY, A CORPORATION, EVANS- 
VILLE 21, INDIANA, PLAINTIFF 


Vv. 

Rosert C. WaTSON, AS COMMISSIONER OF PATENTS OF ‘ 
THE UNITED STATES OF AMERICA, DEFENDANT 

Filed February 5, 1957, Harry M. Hull, Clerk. : 


Findings of Fact 


1. The Court has jurisdiction of this action against 
the Commissioner of Patents under Section 145, Title 
35, United States Code. 

2. Plaintiff is the owner of the trademark Fer-In- 
Sol for a concentrated solution of ferrous sulphate 
used (1) as a dietary food supplement to supply daily 
minimum requirements of iron for infants, children 
and adults, and (2) as a pharmaceutical therapeutic 
agent for the treatment of iron deficiency. 

3. On October 18, 1950, plaintiff filed an applica- 
tion, Serial No. 605,106, to register said mark for ‘‘a 
concentrated solution of ferrous sulphate used for the 
treatment of iron deficiency, in Class 18, Medicines 
and Pharmaceutical Preparations’’, on which was 
granted Registration No. 552,271 dated December 18, 
1951. 





81 


4. On October 18, 1950, plaintiff filed another appli- 
cation, Serial No. 605,107, to register said mark for ‘‘a 
liquid food preparation used as a dietary supplement, 
namely, a concentrated solution of ferrous sulphate, i mn, 
Class 46, Foods and ingredient of foods.” 

do. On December 8, 1953, the Examiner finally re- 
jected said application Serial No. 605,107. 

6. The Assistant Commissioner of Patents aud 
for the Commissioner of Patents, on December 21, 
1954, affirmed the Examiner’s action and refused reg- 
istration on the grounds that (a) the product de- 
scribed in the application is not a food, and (b) the 
‘identical mark for the identical goods should not be 
registered in two different classes”. 

7. The evidence shows that the product described i in 
the rejected application, as “a liquid food prepara- 
tion used as a dietary supplement, namely, a concen- 
trated solution of ferrous sulphate’’, is a food. 

8. The evidence shows that the product on which 


plaintiff uses the trademark FER-IN-SOL has the 
dual characteristics and properties of (1) food, 
namely, nutritive material which serves for the main- 
tenance of the vital processes, and (2) a pharmaceu- 
tical therapeutic agent for treatment of iron aa 
diseases. 


Conclusions of Law 


1. The rejection of application Serial No. 605,107 | 


for registration of FER-IN-SOL for “‘a liquid food. 
preparation used as a dietary supplement, namely, 
a concentrated solution of ferrous sulphate”’, in Class 


46, Foods and ingredients of foods, and the Assistant 
Commissioner’s ruling that the ‘identical mark for 
the identical goods should not be registered in two 


different classes’’ are contrary to the provisions of. 
Section 30 of the Trademark Act of 1946 (15 U. 8. C. 
1112). 


487880—57——-7 
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2. Plaintiff is entitled to the registration applied 
for in application Serial No. 605,107, filed October 18, 
1950, to register the mark FER-IN-SOL for the 
described goods in Class 46. 

ALEXANDER HOLTZOFF, 
Judge, United States District Court 
for the District of Columbia. 


In the United States District Court for the District 
of Columbia 


Civil Action No. 707-55 


MEAD JOHNSON & COMPANY, PLAINTIFF 
Vv. 


Rosert C. WaTSON, AS COMMISSIONER OF PaTENTS OF 
THE UNITED STATES OF AMERICA, DEFENDANT 


Filed February 5, 1957, Harry M. Hull, Clerk. 
Decree 


This cause having come on to be heard this fourth 
day of February, 1957 upon pleadings and proofs, the 
Court having made findings of fact and conclusions 
of law in the premises, does hereby order, adjudge 
and decree: 

that the Plaintiff is entitled to receive registration 
of the trademark FER-IN-SOL as applied for in 
application Serial No. 605,107, filed October 18, 1950 
for ‘‘a liquid food preparation used as a dietary 
supplement, namely, a concentrated solution of 
ferrous sulphate, in Class 46, Foods and ingredients 
of foods.” 
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that the Commissioner of Patents is hereby author- | 
ized to issue a registration certificate upon said | 
application. | 
ALEXANDER HOLTZOFF, 
Judge, United States District Court 
for the District of Columbia. 
FEBRUARY 95, 1957. 
Approved as to form. 


C. W. Moors, 
Solicitor for The Commissioner of Patents. 


In the United States District Court for the District | 
of Columbia 


Civil Action No. 707-55 


MrapD JOHNSON & CoMPANY, A CORPORATION, PLAINTIFF © 
Vv. : 


Ropert C. WatTSON, COMMISSIONER OF PATENTS, 
DEFENDANT 


Filed April 5, 1957, Harry M. Hull, Clerk. 
Notice of Appeal 


Notice is hereby given this 5th day of April 1957 © 
that defendant, Robert C. Watson, Commissioner of | 
Patents, appeals to the United States Court of Ap- | 
peals for the District of Columbia Circuit from the 
decree of this Court entered on the 5th day of Febru- 
ary 1957, in favor of plaintiff, Mead Johnson & Co., 
against the defendant, Robert C. Watson, Commis- 
sioner of Patents, the Court having decreed that de- 
fendant is authorized to issue to plaintiff a certificate 
of registration of the trade-mark FER-IN-SOL,., as 


xz- 
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applied for in application Serial No. 605,107 filed 
October 18, 1950. 
Respectfully submitted. 
C. W. Moore, 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 
AprIL 5, 1957. 


Registered Dec. 18, 1951 Registration No. 552,271 
PRINCIPAL REGISTER 


TRADE-MARK 
Untrep States Patent OFFICE 
Mead Johnson & Company, Evansville, Ind. 
Act of 1946 
Application October 18, 1950, Serial No. 605,106 
FrER-In-SoL 
STATEMENT 


Mead Johnson & Company, a corporation duly or- 
ganized under the laws of the State of Indiana, lo- 
eated at Evansville, county of Vanderburgh, State of 
Indiana, and doing business at Ohio Street and St. 
Joseph Avenue, in said city of Evansville and State 
ef Indiana, has adopted and is using the trade-mark 
shown in the accompanying drawing, for a CONCEN- 
TRATED SOLUTION OF FERROUS SULPHATE 
USED FOR THE TREATMENT OF IRON DE- 
FICIENCY, in Class 18, Medicines and pharmaceuti- 
eal preparations, and presents herewith five specimens 
showing the trade-mark as actually used in connection 
with such goods, the trade-mark being applied to con- 
tainers for the goods and to labels affixed to contain- 
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ers for the goods, and requests that the same be 
registered in the United States Patent Office on the 
Principal Register in accordance with the act of July 
5, 1946. 

The trade-mark was first used by applicant on De- 
cember 19, 1949, and first used in commerce among 
the several States of the United States which may 
lawfully be regulated by Congress on May 15, 1950. 

MeEaD JOHNSON & Co. 
By Lampert D. JOHNSON, 
President. 


Application No. 605107 


To The Commissioner of Patents: 


Statement 


Mead Johnson & Company, a corporation duly or- 
ganized under the laws of the State of Indiana, lo- — 
cated at Evansville, County of Vanderburgh, State | 


of Indiana, and doing business at Ohio Street and © 
St. Joseph Avenue, in said city of Evansville and | 
State of Indiana, has adopted and is using the trade- , 
mark shown in the accompanying drawing for a | 
Liquid Food Preparation used as a DIETARY SUP- | 
PLEMENT, NAMELY, A CONCENTRATED SO- | 
LUTION OF FERROUS SULPHATE, in Class 46, | 
Foods and ingredients of foods, and presents herewith | 
five specimens showing the trade-mark as actually | 
used in connection with such goods, the trade-mark , 
being applied to containers for the goods and to labels | 
affixed to containers for the goods, and requests that | 
the same be registered in the United States Patent | 
Office on the Principal Register in accordance with | 
the Act of July 5, 1946. 3 

The trade-mark was first used by applicant on De- | 
cember 19, 1949, and first used in commerce among » 
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the several states of the United States which may 
lawfully be regulated by Congress, on May 15, 1950. 


Declaration 


Lambert D. Johnson, being duly sworn, deposes and 
says that he is the President of Mead Johnson & Com- 
pany, a corporation, the applicant named in the fore- 
going statement, that he believes that said corporation 
is the owner of the trade-mark which is in use in 
commerce among the several states of the United 
States, and that no other person, firm, corporation or 
association, to the best of his knowledge and belief, 
has the right to use such trade-mark in commerce 
which may lawfully be regulated by Congress, either 
in the identical form thereof or in such near re- 
semblance thereto as might be calculated to deceive, 
that the drawing and description truly represent the 
trade-mark sought to be registered, that the speci- 
mens show the trade-mark as actually used in con- 
nection with the goods, and that the facts set forth 
in the statement are true. 


Power of Attorney 


The undersigned hereby appoints Bertha L. Mac- 
Gregor, of 1074 Bonnie Brae Blvd., Denver 9, Colo- 
rado, Registration No. 11526, its attorney to prose- 
cute this application for registration with full power 
of substitution and revocation, to transact all busi- 
ness in the Patent Office connected therewith, and to 
receive the certificate. 

Merap JoHNSON & ComPaNY, 
By Lamsert D. JoHnson, 
President. 
STATE OF INDIANA, 
County of Vanderburgh | *** 





= te pr a PRES CC 
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Before me personally appeared Lambert D. John- 
son, to me known to be the person described in the 
above application for registration, who signed the 
foregoing instrument in my presence, and made oath 
before me to the allegations set forth therein, on the 
10th day of October 1950. | 

[SEAL] KatHryn H. FRANKLIN, 

Notary Public. | 


My commission expires February 24, 1952. 








Application No. 605107 


[Act of 1946] 


FER-IN-SOL 





Mean, JOHNSON & CoMPANY, 
Proprietor. 
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In the United States Patent Office 
Before the Commissioner on Appeal 


_ Applicant: Mead Johnson & Company 

Trade-Mark: FER-IN-SOL 

Serial No. 605,107, filed October 18, 1950. : 

Attorney: Bertha L. MacGregor, 14 Lynn Road 
Cherry Hills, Englewood, Colorado. | 

U.S. Patent Office June 4, 1954, mailed. | 

Examiners Statement | 

This is in answer to an appeal from the Examiner’s 
refusal to register the mark ‘‘Fer-In-Sol’’ for goods 
described as “‘liquid food preparation used as a die- 
tary supplement, namely, a concentrated solution of 
ferrous sulphate’’ in Class 46, Foods and ingredients 
of foods. 

Registration of the mark was refused for the rea/ 
son that applicant’s product is not believed to be 
proper subject matter for classification in Class 46, 
Foods and ingredients of food. An inspection of 
Gregory’s ‘‘Uses and applications of Chemicals and 
Related Materials’? (Volume II page 141) indicates 
ferrous sulphate to have uses in dyes, inks, paints,| 
pharmaceuticals, etc., but no use as a food is listed! 
therein. This same information is also found in 
Brady’s ‘‘Material Handbook’’ (1947 page 273). The 
specimens filed by applicant bear no printed informa-' 
tion that the product has food value, or that it may be 
used as a food. In fact applicant’s specimen labels: 
indicate the product to be used in minute quantities 
or ‘‘as directed by physician.’’ Counsel has stated ini 
paper # 2 filed August 15, 1951, that this product is’ 
sold only on prescriptions of physicians. All of these: 
facts appear to confirm the Examiner’s position that. 
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applicant’s product is a medicinal preparation and 
not a food or an ingredient of food. 

Applicant has registered the identical mark in Class 
18, Medicines and pharmaceutical preparations, Reg- 
istration No. 552,271 for a “‘concentrated solution of 
ferrous sulphate used for the treatment of iron defi- 
eiency’’ based on specimens identical with those filed 
herein. A copy of that registration together with one 
of the specimens has been placed in this file. That 
the same mark for the same goods shall not be regis- 
tered in two classes (Class 18 and Class 46) was estab- 
lished in Ex parte Homer C. Roberts 13 USPQ 63. 
Further the propriety to register the identical mark 
used on the identical goods in two classes was raised 
by the Examiner in Chief in Ex parte Mead Johnson 
& Company, 100 USPQ 360. 

Registration, in this instance, is believed to be prop- 
erly refused. 

O. M. Keys, 
Examiner. 


Hearing: September 14, 1954. 
In the United States Patent Office 


Ex parte Meap JoHNSON & COMPANY 
Appeal 


Application for registration of a trade-mark for a 
dietary supplement, namely, a concentrated solution 
of ferrous sulphate filed October 18, 1950, Serial 
No. 605,107. 


Bertha L. MacGregor for applicant. 
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Application has been filed to register ‘‘Fer-In-Sol” 
for ‘‘a liquid food preparation used as a dietary sup- 
plement, namely, a concentrated solution of ferrous 
sulphate in Class 46, Foods and Ingredients of 
Foods.’’ An application to register the same mark 
which was simultaneously filed for ‘‘concentrated 
solution of ferrous sulphate used for the treatment 
of iron deficiency in Class 18, Medicines and Pharma- 
ceutical Preparations’’, matured into Reg. No. 552,271 
on December 18, 1951. Registration has been refused 
on the ground that the product is a pharmaceutical 
and not a food. 

The labels filed as specimens in the two appli¢a- 
tions were identical. They show ‘‘Fer-In-Sol’, a 
concentrated solution of ferrous sulphate—Each cubic 
centimeter supplies 25 mg. of elemental iron—Prophy- 
lactic Dosage, Infants and children to 6 years, 0.3 ce. 
daily; children over 6 years and adults, 0.6 ce. daily; 
or as directed by physician—Administer Fer-In-Sol 
in water or in fruit juice or vegetable juice.” 

Applicant seeks to register the identical mark for 
the identical product and by different “‘descriptions’’ 
of the product calls it a food on the one hand and 
a pharmaceutical on the other. The proper identifica- 
tion of the goods is ‘concentrated solution of ferrous 
sulphate”, and whether it is described as a “concen- 
trated solution of ferrous sulphate used for the treat- 
ment of iron deficiency’? or as “a liquid food 
preparation used as a dietary supplement, namely, a 
concentrated solution of ferrous sulphate,’’ the iden- 
tification of the product remains unchanged. In the 
commonly accepted meaning of the terms “pharmaceu- 
ticals’’ and “foods”, the product is not, for registration 
purposes, both; and the mere fact that it may have 
some nutritional value does not make it a food when 
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it is commonly recognized and accepted as a pharma- 
ceutical preparation. 

A concentrated solution of ferrous sulphate is 
properly classified as a pharmaceutical preparation, 
whether it is administered in fruit or vegetable juice 
or otherwise. In other words, a pharmaceutical prep- 
- aration does not become a food merely because it may 
be added to a food product in its administration. 
Nor does it become a food merely because, as appli- 
_eant contends, it is “‘indispensable for maintaining 
vital processes.”’ 

There seems to be a misconception as to the purpose 
of classification. The statute provides: 


‘‘The Commissioner shall establish a classi- 
fication of goods and services, for purposes of 
Patent Office administration, but not to limit 
or extend the applicant’s rights.’’ (Emphasis 
added. 


Thus it, appears that the sole purpose of classifica- 
tion is for internal administration within the Office, 
and the class to which a given product may be 
assigned by the Office does not and can not limit or 
broaden the rights of an applicant or registrant. 

Applicant’s rights in ‘‘Fer-In-Sol” for its concen- 
trated solution of ferrous sulphate, as evidenced by its 
Registration No. 552,271 in Class 18, Medicines and 
Pharmaceutical Preparations, are exactly the same 
as if it were registered in one or more of the other 
classes. 

Applicant has called attention to a number of marks 
which it has previously registered in two separate 
classes for an identical product. The fact that such 
errors may have been made in the past is no justifica- 
tion for perpetuating or repeating them. If classi- 
fication is to serve its purpose, it should be a consist- 
ent and an orderly system which places like products 
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in a single class as determined from the identification 
of the goods in conjunction with the com ONy 
accepted meaning of the class title. 

Applicant has also called attention to certain pro- 
posals and rulings under other statutes whereby 
dietary supplements are proposed to be or have been 
considered as foods. Such proposals and rulings are 
neither controlling nor persuasive where, as here, 
the sole question is one of internal administration. 

If classification is to serve its purpose, it seems 
evident that the identical mark for the identical 
goods should not be registered in two different classes. 
Ex parte Homer C. Roberts, 13 USPQ 63 (Com’r., 
1932) ; Ex parte Q-Tips, Inc., 98 USPQ 362 ae ik ™ 
1953). 

The decision of the Examiner of Interference is 
affirmed. : 

DaPHNE LEEDs, 
Assistant Commissioner: 
DECEMBER 21, 1954. | 


In the United States Patent Office : 


Ex Parte Meap JoHNSON & COMPANY 
APPLICATION SERIAL No. 605,107 


| 
Copy mailed December 23, 1954, Docket Branch. 
The final sentence in the appeal decision Ex parte 
Mead Johnson & Company rendered December 12, 
1954, the word ‘“‘Interferences’’ should be cin ol 


Marks. 
DaPHNE LEEDS, | 
Assistant Commissioner. 


Correction 


DECEMBER 23, 1954. 


G. SB. COVERRMEAT PRINTING OFFICE. 1087 
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QUESTION PRESENTED 
The question presented is: 


Whether it was proper for the District Court to construe 
the law (Section 30 of the Trademark Act of 1946, U. S. 
Code Section 1112) as permitting the registration of a 
single trademark in a plurality of classes in a case where 
the ‘‘evidence shows that the product on which plaintiff 
uses the trademark FER-IN-SOL has the dual character- 
istics and properties of (1) food, namely, nutritive material 
which serves for the maintenance of the vital processes, 
and (2) a pharmaceutical therapeutic agent for treatment 
of iron deficiency diseases.’’ (Findings of Fact, J.A. 81) 
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Rosert ©. Watson, Commissioner or Parents, Appellant 
v. 


Merap Jounson & Company, Appellee 





Appeal from the United States District Court for the 
District of Columbia 





BRIEF FOR APPELLEE ! 


COUNTER STATEMENT OF THE CASE 


The Statement of the Case in the Brief for the Commis- 
sioner of Patents (2-4) is incomplete in that it fails to state 
that the trial Court found: 


“<7, The evidence shows that the product described 
in the rejected application, as ‘a liquid food prepara-' 
tion used as a dietary supplement, namely, a concen- 
trated solution of ferrous sulphate’, is a food. 
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“‘8. The evidence shows that the product on which 
plaintiff uses the trademark FER-IN-SOL has the 
dual characteristics and properties of (1) food, namely, 
nutritive material which serves for the maintenance 
of the vital processes, and (2) a pharmaceutical thera- 
peutic agent for treatment of iron deficiency diseases.’’ 
(Findings of Fact, J.A. 81) 


STATUTES INVOLVED (15 U.S.C. Chapter 22) 


The Statutes involved are those cited by Appellant and 
the following: 


‘‘Sec. 2. Trademarks Registrable on the Principal 
Register: No trademark by which the goods of the 
applicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it— 


(a) Consists of or comprises immoral, deceptive, or 
scandalous matter; or matter which may disparage 
or falsely suggest a connection with persons, liv- 
ing or dead, institutions, beliefs, or national symbols, 
or bring them into contempt, or disrepute. 


(b) Consists of or comprises the flag or coat of arms 
or other insignia of the United States, or of any State 
or municipality, or of any foreign nation, or any 
simulation thereof. 


(c) Consists of or comprises a name, portrait, or 
signature identifying a particular living individual 
except by his written consent, or the name, signature 
or portrait of a deceased President of the United 
States during the life of his widow, if any, except 
by the written consent of the widow. 


(d) Consists of or comprises a mark which so resem- 
bles a mark registered in the Patent Office or a mark 
or trade name previously used in the United States by 
another and not abandoned, as to be likely, when ap- 
plied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers. * * * 


(e) Consists of a mark which, (1) when applied to the 
goods of the applicant is merely descriptive or decep- 





; 
tively misdescriptive of them, or (2) when applied ti 
| the goods of the applicant is primarily geographically 
descriptive or deceptively misdescriptive of them, ex- 
cept as indications of regional origin may be regis- 
trable under section 4 hereof, or (3) is pe 

merely a surname; * * * ”’ (15 U.S.C. 1052) 


FEDERAL RULES OF CIVIL PROCEDURE 
RULE 52 
FINDINGS BY THE COURT 


‘‘(a) Effect. In all actions tried upon the facts with- 
out a jury or with an advisory jury, the court shall 
find the facts specially and state separately its con- 
clusions of law thereon and direct the entry of the 
appropriate judgment; and in granting or refusing 
interlocutory injunctions the court shall similarly set 
forth the findings of fact and conclusions of law which 
constitute the grounds of its action. Requests for 
findings are not necessary for purposes of review. 
Findings of fact shall not be set aside unless clearly 
erroneous, and due regard shall be given to the oppor- 
tunity of the trial court to judge the credibility of the 
witnesses. The findings of a master, to the extent that 
the court adopts them, shall be considered as the find- 
ings of the court. If an opinion or memorandum of 
decision is filed, it will be sufficient if the findings of 
fact and conclusions of law appear therein. Findings 
of fact and conclusions of law are unnecessary on 
decisions of motions under Rules 12 or 56 or any other 
motion except as provided in Rule 41(b). As anendey 
Dec. 27, 1946, eff. March 19, 1948.’ 


SUMMARY OF ARGUMENT 


(1) Appellee is engaged in the manufacture and sale of 
special diet materials and pharmaceutical preparsiivas 
which supply nutritional needs. ! 


The ‘‘goods’’ in connection with which the mark FER. 
IN-SOL is used in commerce are ‘‘a concentrated solution 
of ferrous sulphate’’ prepared for oral use to be adminis- 
tered in water, fruit or vegetable juices. The product sup- 
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plies in the customary dose the daily minimum require- 
ments of iron ingested in the average well-balanced diet. 
When administered in the customary maintenance doses, it 
serves nutritional purposes as a food. In the presence of 
disease, such as an iron deficiency disease, FER-IN-SOL is 
administered in substantially larger than maintenance doses 
for therapeutic purposes. The dose recommended for iron 
deficiency diseases is at least five to ten times as great 
as minimal daily requirement. (J.A. 53) 


The product is labeled under the Federal Food, Drug 
and Cosmetic Act as a food and a pharmaceutical. 
(J.A. 54) 


Appellee’s product FER-IN-SOL has the inherent char- 
acteristics and properties of both a food and a therapeutic 
agent which qualifies the mark for registration as applied 
to goods in the food class 46 and the pharmaceutical class 
18. Although the trial Court’s opinion (J.A. 63) stressed 
the fact that Appellee’s product may be used for different 
purposes, the Court found from the evidence that the prod- 
uct is a food and has the dual characteristics and properties 
of (1) food, namely, nutritive material, and (2) a pharma- 
ceutical therapeutic agent for treatment of iron deficiency 
diseases. (J.A. 80-81) 


The finding of fact that FER-IN-SOL is both a food and 
a pharmaceutical preparation was made by the trial Court 
after hearing the testimony of the witness Dr. Herbert 
Paul Sarett and the deposition of Dr. Harry Gordon. It 
is amply supported by the evidence submitted at the hear- 
ing. Nothing has been offered by Appellant to justify 
review by this Court of the findings of fact made by the 
trial Court. (Rule 52(a) FRCP supra) 


(2) Appellant admits that authority exists for the issu- 
ance of plural registrations covering a single mark in a 
plurality of classes where the goods are different. Appellee 
contends that the characteristics and properties of the 
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product FER-IN-SOL are those of two different products: 
one administered in daily maintenance doses for nutritional 
purposes as a food and the other administered in substan: 
tially larger doses for therapeutic purposes. Therefore 
Appellee is entitled to registration of its mark as applied 
to a food and as applied to a pharmaceutical preparation. 
If foods and pharmaceutical preparations were classified in 
the same class by the Patent Office, one registration in one 
class would suffice for Appellee’s protection, but since the 
Patent Office has established different classification for 
these products, Appellee requires registration in two 
classes, for which one or two certificates may be issued. 


Such plural registrations are authorized under Sec. 30 
(15 U.S.C. 1112). Refusal to grant the registration applied 
for by Appellee is expressly prohibited by See. 2 (15 U.S. C 
1052 supra). 


(3) The District Court has jurisdiction to authorize the 
issuance of a registration on a rejected application. Such 
authorization necessarily refers to a specific mark applied 
to goods in a specified class, as identified by the applica- 
tion rejected by the Commissioner. In this case Appellee’s 
application was proper in form and was accompanied by 
the required filing fee. The application sought registra- 
tion of a mark admittedly registrable. In brief, the trade- 
mark for which registration is being sought by Appellee i is 
one for which registration shall not be refused. (See. 2, 
Trademark Act of 1946, 15 U.S.C. 1052 supra) 


ARGUMENT 


The basic question of law involved in this case, whether 
registrations in two different classifications may properly 
be granted under the law for a trademark applied to one 
product, had not been decided by any Court prior to the 
decision of the District Court in this case. In stating this 
question of law, attorney for Appellant on page 12 of 
his Brief asks whether plural registrations ‘‘can properly 
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be granted under the law for identical marks for identical 
products merely because by different description, the 
product is called a ‘food preparation’ in one application 
and a ‘pharmaceutical’ in the other.’’ That is not a fair 
statement of the question. The product FER-IN-SOL 
involved in this case was not arbitrarily given different 
descriptions in two applications for registration; it was 
correctly described as a food in the rejected application 
and as a pharmaceutical preparation in the granted regis- 
tration because of the dual characteristics and properties 
inherent in the product (J.A. 85 and 84). 


Dr. Harry Gordon, Pediatrician-in-chief at the Sinai 
Hospital in Baltimore and associate professor of pediatrics 
at Johns Hopkins University, testified that FER-IN-SOL 
is a food; it is used as a food; the iron in it is a foodstuff 
for infants and children under certain conditions when 
their diets can be considered inadequate; it is essential 
for making hemoglobin and certain enzymes (J.A. 69). 


Dr. Herbert Paul Sarett, Director of Nutritional Research 
at Mead Johnson & Company at Evansville, Indiana, testi- 
fied that FER-IN-SOL contains a concentrated solution of 
ferrous sulphate, water, some sugar, a polyhydric alcohol, 
sorbitol, and some flavoring; that elemental iron such as 
contained in this product falls into the class of minerals; 
that iron is essential in the diet; that FER-IN-SOL is 
absorbed by the body when it is ingested; that the iron 
in FER-IN-SOL is utilized to approximately the same 
degree as the iron in natural foods; that it is useful in 
the daily diets of individuals who are not suffering from 
iron deficiency but whose diet does not provide sufficient 
iron (J.A. 51, 52). 


Thus it is apparent that Appellee correctly described 
in each of its two applications for registration, ‘‘the goods 
in connection with which the mark is used’’, as required 
by law. Due to the dual characteristics and properties 
inherent in the product, it is impossible to exclude either 
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the nutritional (food) or the therapeutic (pharmaceutical) 
properties of the product and to confine it to one classifica- 
tion. In these circumstances, Appellee can only be ade- 
quately protected by the grant of two registrations. 


Appellant assumes that to issue a registration of FER- 
IN-SOL for a food preparation in addition to the existing 
registration of the mark for a pharmaceutical preparation, 
would have far-reaching effects, which ultimately would 
cause the whole system to be in a chaotic condition, and 
would render Patent Office classification valueless for its' 
intended purpose (Brief for Commissioner, 18). | 


This statement ignores the fact that Patent Office has 
granted such dual registrations to Appellee for identical 
marks, based on identical specimens, for identical goods 
having dual characteristics, in thirty different instances, 
over a period of about thirty years. Plaintiff’s Exhibit 1 
is a book containing printed copies of 60 certificates cover- 
ing two registrations of each of 30 different marks, in 
Classes 46 (Food) and 18, formerly 6 (Pharmaceutical). 
Of the dual registrations, 31 were granted under the 1946 
Act. The existence of these registrations has not ‘‘ren- 
dered the Patent Office classification valueless for its 
intended purpose’’, as envisioned by Appellant, but on the 
contrary has facilitated searches by persons interested in 
marks claimed for products which have the characteristics 
of both foods and pharmaceuticals, and which if registered 
in only one classification might not be noted by searchers. 


The Patent Office, between 1932 and 1953, notwithstanding 
the 1932 decision of Ex parte Roberts, 13 U.S.P.Q. 63, 
which held that two registrations should not be granted 
for the same mark for the same product, repeatedly recog- 
nized the fact that Appellee should not confine its trade- 
marked products to a single classification, and therefore 
granted the aforementioned dual registrations (Plaintiff’s 
Exhibit 1). Since 1953, Appellant, by Assistant Commis. 
sioner Leeds, has rejected applications for second regis- 
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trations in three cases, in addition to the one involved 
in this appeal: Ez parte Q-Tips, Inc., 98 U.S.P.Q. 362; 
Standard Oil Development Co. v. Advance Solvents & 
Chemical Corporation, 110 U.S.P.Q. 252, and Ex parte The 
A. C. Gilbert Company, 111 U.S.P.Q. 348. The applicants 
for registration in these cases did not claim or prove that 
their products had dual characteristics and properties, as 
is the case here. 


With the possible exception of Ex parte Roberts, 13 
U.S.P.Q. 63, ignored and impliedly overruled by the grant- 
ing of 30 dual registrations to Appellee and probably many 
more to other applicants, the right of an applicant to dual 
registrations of a mark applied to a product having dual 
characteristics and properties, has not been decided by the 
Patent Office or adjudicated by a Court excepting in the 
case on appeal here. The decision in Ex parte Roberts does 
not indicate whether the product described as ‘‘essentially 
a medicine’’ was actually proven to also have nutritional 
food properties. 


Appellant assumes that by use of the words ‘‘a dietary 
supplement’’ in the product description of the FER-IN-SOL 
application, Class 18 ‘‘would be indicated’’ (Brief for 
Commissioner, 16). There is no basis for such assumption. 
Many foods, for example, dried milk tablets, are regarded 
as dietary supplements, but that designation does not 
‘‘indicate’’ that they belong in Class 18. 


Appellant’s Brief (page 17) contains the statement that 
the trial Court erroneously jumped to the conclusion that 
the law permits registration of a single mark in a plurality 
of classes ‘‘if the trademark covers a product or article 
that is used for purposes enumerated in different classes’’, 
and ‘‘this indicates that the Court thought that classifica- 
tion of goods for convenience of administration, as stated 
in the law, is a classification of purposes and not products.”’ 
It should be noted, however, that the trial Court also said 
in its opinion: ‘‘This brings us to the question whether the 
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product in question may be reasonably classified as a 
food as well as a pharmaceutical product.’’ The Court 
then expressed the opinion ‘‘that the evidence establishes 
that it may be used as a food and so finds as a fact’’, 
(J.A. 65) Having found as a fact that the product may 
be used as a food, the trial Court then made the findings 
of fact (7) that the product is a food and (8) that FER-IN- 
SOL has the dual characteristics and properties of food 
and a pharmaceutical (J.A. 81). These findings are evi- 
dence that the trial Court did not think that the Patent 
Office classification is ‘‘a classification of purposes and not 
products’’. | 


Appellant states (Brief, 17) that if classification is to 
serve ‘‘its statutory purpose, i.e., ‘convenience of Patent 
Office administration’ (for purposes of searching) it should 
provide a consistent orderly system which places in a single 
class those products or goods that are likely to be produced 
by a single manufacturer, and which move commercially 


through the same channels of trade.’’? If, as the Com: 
missioner says, classification is intended primarily to facili- 
tate searching, there can be no doubt that registration in 
two classifications of marks applied to products having 
dual characteristics and properties would insure the finding 
of the registration whereas the restriction of such a prod- 
uct to one classification might result in failure to find it, 


By filing two applications in different classes, paying 
two filing fees to the Patent Office, and obtaining registra- 
tions in both the food and pharmaceutical classifications 
covering marks applied to products which have both nutri- 
tional and therapeutic properties, Appellee has facilitated 
the work of searchers, has insured the finding of existing 
registrations by searchers who confine their inspection to 
one classification, and thereby has lessened the likelihood 
of conflict and confusion in trade resulting from ean 
by a newcomer of a mark owned by another. 7 








ee 





10 


Far from rendering Patent Office classification ‘‘valneless 
for its intended purpose’? (Commissioner’s Brief, 18) 
registrations such as sought by Appellee make convenient 
publie record of claimed use and existing rights to which 
the public is entitled. 


Further, Appellee is entitled to receive registrations 
in the applied for classifications to provide the basis for 
foreign registrations in countries which require the filing 
of certified copies of ‘‘home”’ registrations as a condition 
precedent to the granting of registrations to persons 
foreign to those countries. 


Also, Appellee is entitled to receive registrations in the 
applied for classifications to obviate the defense in a 
possible infringement suit that Plaintiff’s trademark has 
been registered for a product in the pharmaceutical classifi- 
cation whereas the unauthorized user of the same or similar 
mark has applied it to a food product, and therefore does 
not infringe. 


The final point submitted to this Court on behalf of 
Appellant (Brief 21) is that the trial Court exceeded its 
jurisdiction in that it directed the Commissioner to issue 
the registration in a particular class. What the trial Court 
decreed amounted merely to a direction to issue the applied 
for registration which had been refused by the Office. 
Having made the fact finding that FER-IN-SOL is a food, 
the trial Court had jurisdiction to direct the Commissioner 
to issue the registration of the mark as applied to that 
product. Findings of fact shall not be set aside unless 
clearly erroneous, and due regard shall be given to the 
opportunity of the trial Court to judge of the credibility of 
the witnesses (Rule 52 (a) FRCP supra). Helms Products, 
Inc. v. Lake Shore Mfg. Co., Inc., (CA 7) 107 U.S.P.Q. 313; 
C. 8. Johnson Company v. Stromberg, (CA 9) 113 U.S.P.Q. 
105; Bryan v. Garrett Ou Tools, Inc., (CA 5) 114 U.S.P.Q. 
10. 
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CONCLUSION 


In the Conclusion of the Brief for the Commissioner, 
Appellant states that the trial Court brushed aside the 
interpretation placed upon Section 30 of the Act by the 
Commissioner of Patents since 1932, in ordering the estab- 
lishment of a classification; and that the failure to accord 
the administrative rulings the great weight they deserved 
justifies reversal of the decision appealed from. Appellée 
points out that the administrative rulings have been quite 
inconsistent ever since 1932. In that year, in Ex parte 
Roberts, supra, an Assistant Commissioner held that regis- 
trations should not be granted in different classes for the 
same mark applied to a single product. Notwithstanding 
that decision, between 1921 and 1953 the Patent Office 
granted Appellee 60 registrations covering 30 marks in 
two different classes (Plaintiff’s Exhibit 1). From 1953 
to date, the Patent Office has refused to grant such plural 
registrations. Admitting that the administrative rulings 
are entitled to weight, it is difficult to determine which of 
these inconsistent rulings should be accorded recognition. 


The Conclusion further states that the ‘‘finding below 
that the product appellee sells may be reasonably called 
a food is not adequately supported in the evidence, or 
in the commercial facts, for the reason that appellee does 
not promote the product as a food, does not advertise it 
as a food, and does not sell it as a food.’’ This statement 
is contrary to the evidence. Dr. Sarett testified that the 
product is labeled as a food and a pharmaceutical (J.A. 54) 
and that the dosage for daily minimum maintenance re- 
quirements as a food as well as the dosage for therapeutic 
purposes are clearly stated on the label (J.A. 55), Plain- 
tiff’s Exhibit No. 2. As to promotion, advertisement and 
sale of the product as a food, Appellee points out that it is 
not customary to designate products of this kind as either 
foods or pharmaceuticals in advertisements and other 
literature; they are described with respect to composition, 

| 
| 
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chemical analysis, form, function and the like. The finding 
of fact that FER-IN-SOL is a food as well as a pharma- 
ceutical preparation is in accordance with the evidence, and 
under Rule 52 (a) FRCP supra and authorities cited is not 
reviewable by this Court. 


Therefore it is respectfully urged that the judgment of 
the District Court be affirmed. 


Respectfully submitted, 


Berra L. MacGrecor 
14 Lynn Road 
Englewood, Colorado 


Ratpx H. Hupson 
700 Tenth St., N. W. 
Washington 1, D. C. 


Attorneys for Appellee 
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REPLY BRIEF FOR APPELLANT 





Appellee’s basic argument appears to be that because 
it is engaged in the manufacture and sale of special 
diet materials and pharmaceutical preparations which 
supply nutritional needs (Appellee’s Br.-3), it requires 
and is entitled to receive registrations in two classes 
(Br-5), in order to provide the basis for foreign regis- 
trations in countries which require the filing of certi- 
fied copies of ‘‘home’’ registrations to persons foreign 





2 


to those countries (Br-10), and to obviate the defense 
in a possible infringement suit on the registered mark 
that an unauthorized user of the same mark applied to 
a food product does not infringe the registration ob- 
tained in the pharmaceutical class (Br-10). If appel- 
lee’s argument be taken at its face value, it would seem 
that appellee does not believe that its rights in ‘‘Fer- 
In-Sol’’, evidenced by Registration No. 552,271 (J.A.- 
84), are exactly the same as if it were registered also 
in one or more of the other classes. In other words, 
appellee is seeking an additional registration for the 
same goods, utilizing Office classification to extend its 
rights, contrary to the express prohibition of Section 
30 of the statute (15 U.S.C. 1112) (Appellant’s Br-5) 
that classification is ‘‘not to limit or extend the appli- 
eant’s rights.’’ This should not be permitted. 

Appellee also states (Br-5) categorically that re- 
fusal to grant the registration applied for by appellee 
is expressly prohibited by Section 2 of the Trademark 
Act (15 U.8.C. 1052). There is no express provision 
in that section respecting dual registrations. The stat- 
utory language that no trademark by which the goods 
of the applicant may be distinguished from the ‘‘goods 
of others’’ shall be refused registration, except in the 
categories set forth, clearly has no application to the 
facts of the case at bar. 

The fallacy of appellee’s position is apparent from 
the fact that the dual characteristics and properties of 
the product are said to be those of ‘‘two different prod- 
ucts’? (Br-5), even though it is conceded that the 
‘“‘goods’’, in connection with which the mark is used in 
commerce are one and the same, i.e., “‘a concentrated 
solution of ferrous sulphate’’ (Br-3); and from the 
fact that description, not goods is relied upon, as a 
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basis for registration, which appears clearly from the 
following statement in the brief (Br-6): | 

“Thus it is apparent that appellee correctly de- 
scribed in each of its two applications for registration, 
‘the goods in connection with which the mark is 
used’, as required by law. Due to the dual character- 
istics and properties inherent in the product, it is 
impossible to exclude either the nutritional (food) or 
the therapeutic (pharmaceutical) properties of the 
product and to confine it to one classification. Ap- 
pellee can only be adequately protected by the grant 
of two registrations’’ (emphasis added). 

The statute (15 U.S.C. 1051) requires of the | 
eant a written application, ‘‘specifying—the goods in 
connection with which the mark is used—’’. It does 
not require an applicant to describe the goods or prod! 
uct. In the instant case it is admitted that ‘‘the goods 
are a concentrated solution of ferrous sulphate’’ (Br- 
3). That solution may have multiple uses, but neither 
uses nor purposes can alter that basic and fundamental 
fact. The goods remain ‘‘a concentrated solution of 
ferrous sulphate’’, irrespective of the use to which it is 
put or the purpose for which it is used. It was appel- 
lee’s emphasis upon the description of the properties 
or characteristics of that product which led the trial 
Court astray. The different uses described cannot and 
do not make two different products out of the single 
one to which the mark is applied. That being a 
there is no basis for two registrations. 

Contrary to appellee’s assertions in its brief, (Br-7 ) 
the decisions of the Patent Office at least at the appel- 
late level, holding that registration should not be 
granted in different classes for the same mark applied 
to a single product by means of a single label have been 
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consistent. The first reported case is Ex parte Clark 
Stek-O Corporation, 8 USPQ 337 (Com’r., 1931), in 
which registration was sought in two classes for a 
mark used on a single product. Applicant had a regis- 
tration in Class 5 and sought registration in Class 6 
‘‘for the reason that Class 5 does not include the other 
uses of his product.’’ Assistant Commissioner Moore 
affirmed the Examiner’s refusal to register. 

In Ex parte Homer C. Roberts, 13 USPQ 63 
(Com’r., 1932), Assistant Commissioner Moore held 
that a mark used on essential food minerals, having 
been registered in the pharmaceutical class, could not 
be registered in the food class, stating, ‘‘It seems evi- 
dent that the same mark for the same goods should 
not be registered in both Class 6 and Class 46.”’ 

In Ez parte The Reliance Gauge Column Company, 
87 USPQ 298 (Com’r., 1950), applicant had registered 
its mark for different goods, some of which were in 
Class 26 and others in Class 13. It then sought regis- 
tration of the same mark for the goods previously set 
out in both registrations in Class 34. Assistant Com- 
missioner Klinge affirmed the Examiner’s refusal to 
register. 

In Ez parte Schatz, 87 USPQ 374 (Com’r., 1950), 
Assistant Commissioner Murphy decided the converse 
of the question involved here. In that case the Ex- 
aminer had held that the application involved two 
products falling in different classes, and required divi- 
sion. On petition for review, it was held that division 
should not be required ‘‘when it clearly appears from 
the description of the goods that registration is sought 
on only a single item of merchandise, even though it is 
marketed bearing a statement of multiple uses.’’ 
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Ex parte Q-Tips, Inc., 98 USPQ 362 (Com’r., 1953) ;, 
Ex parte The Zip Abrasive Company, 99 USPQ 16 
(Com’r., 1953) ; Ex parte Mead Johnson & Company, 
104 USPQ 69 (Com’r., 1954) involved in this appeal; 
Standard Oil Dev. Co. v. Advance Solvents & Chemical 
Corp., 110 USPQ 252 (Com’r., 1956); and Ez parte 
The A. C. Gilbert Company, 111 USPQ 346 (Com’r., 
1956), all decided by Assistant Commissioner Tesla: 
have been entirely consistent with the earlier cases: 
referred to above. 

In Ex parte Mead Johnson & Company, 100 USPQ 


360 (Com’r., 1954), this appellee had been refused 
registration on its mark ‘‘Ce-Vi-Sol’’ on grounds that | 
it so resembled a previously registered mark as to be. 
likely to cause confusion, mistake or deception of pur- | 


chasers. There, as here, the applicant sought registra- 


tion in two classes of the same mark for a single prod- 
uct. On the matter of probable confusion Examiner- 
in-Chief Federico reversed the Examiner and then | 


stated : 


‘“‘No question has been raised concerning the | 


propriety of two applications to register the iden- 


tical mark used on identical goods, and the ex- 
aminer is instructed to consider this matter and 


take whatever action may be deemed proper.’’ 





The Examiner apparently ignored this instruction and ! 


prior decisions dealing with the question and registered | 


the mark in both classes. 
Appellee’s reliance upon the fact that the record 


shows that a number of registrations have issued to. 


appellee showing the same mark for a single product : 


in different classes is misplaced. They suggest only — 
that at least to some extent the examining divisions of | 
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the Patent Office have ignored the policy and case law 
established by the aforementioned decisions. These 
decisions have been clear and consistently uniform; 
they have not been overruled—expressly or by impli- 
cation. Appellee points to no appellate decision other 
than that being reviewed here. These decisions are 
entitled to great weight; they constitute the official 
interpretation. Obviously, the Examiners have no au- 
thority to overrule policy and case law established by 
the Commissioner, and it therefore seems obvious that 
registrations issued in the face of that law are of little 
or no value on the legal question at issue in this appeal. 

The Congress placed upon the Commissioner of Pat- 
ents—and not the Courts—the responsibility for estab- 
lishing a classification of goods and services for conven- 
ience of Patent Office administration, (Section 30 of 
the statute) and stated that such classification should 
not limit or extend an applicant’s rights. Applicants 
may not choose the classes in which they wish to reg- 
ister their marks. The Patent Office classifies products 
in a manner best suited to the convenience of adminis- 
tration. Appellee is requesting this Court to approve 
the action of the District Court in assuming the respon- 
sibility fixed by statute on the Commissioner of Patents 
and to determine what classification is best suited to 
Patent Office administration. 

Appellant earnestly contends that the judgment of 
the District Court is not supportable in fact or law, 
and submits that the judgment should be reversed and 
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the case remanded with instructions to dismiss the 
complaint. 


Respectfully submitted, 


CLARENCE W. Moore, 
Solicitor, | 
Umited States Patent Office, | 


Attorney for Appellant. 
J. SCHIMMEL 


Of Counsel 
October 1957. 
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